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Court of Appeals of the District of Columbia 


No. 5791. 

I 

United States ex Relatione Albert A. Frey, Appellant, 


vs. 


Thomas E. Robertson, Commissioner of Patents. 


a Supreme Court of tlie District of Columbia. 

At Law. 

No. 81357. 

United States ex Relatione Albert A. Frey, Petitioner, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. 

United States of America, 

District of Columbia, $s: 

Be it remembered, that in the Supreme Court of the Dis¬ 
trict of Columbia, at the city of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had in the above-entitled 
cause, to wit: 

1 Petition. 

Filed June 3, 1932. 

In the Supreme Court of the District of Columbia. 

At Law. 

No. 81357. 

United States ex Relatione Albert A. Frey, Petitioner, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. 

This petition for Albert A. Frey respectfully represents 
to the Court as follows: 


1—5791a 
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UNITED STATES EX EEL. A. A. FREY VS. 


1. The petitioner is a citizen of the United States, re¬ 
siding in the Comity of Allegheny, State of Pennsylvania. 

2. The respondent, Thomas E. Robertson, is Commis¬ 
sioner of Patents of the United States, and as such is 
charged by law, in the language of Revised Statute, sec¬ 
tion 481 (U. S. Code Annotated, Title 35 Patents, Section 
6) to wit : 

“to superintend or perform all duties respecting the grant¬ 
ing and issuing of patents directed by law.” 

And further as to rejected claims of invention respondent 
is charged by law to order a re-examination of the case, 
in the language of Revised Statute, Section 4903 (U. S. 
Code Annotated, Title 35 Patents, Section 51), to wit: 

R. S. 4903. Whenever, on examination, any claim for a 
patent is rejected, the commissioner shall notify the ap¬ 
plicant thereof, giving him briefly the reasons for such re¬ 
jection, together with such information and references as 
may be useful in judging of the propriety of renewing his 
application or of altering his specification; and if, 
2 after receiving such notice, the applicant persists in 
his claim for a patent, with or without altering his 
specifications, the commissioner shall order a re-examina¬ 
tion of the case. 

And further, respondent is charged by law with the duty 
of extending to applicants whose claims are rejected a 
period of six months to respond by answer or appeal to the 
grounds of rejection, in the language of Revised Statute, 
Section 4894 (United States Code Annotated, Title 35 Pat¬ 
ents, Section 37), as amended March 2, 1927 to wit: 

R. S. 4894. All applications for patents shall be com¬ 
pleted and prepared for examination within six months 
after the filing of the application, and in default thereof, 
or upon failure of the applicant to prosecute the same 
within six months after any action therein, of which notice 
shall have been given to the applicant they shall be re¬ 
garded as abandoned by the parties thereto, unless it be 
shown to the satisfaction of the Commissioner of Patents 
that such delay was unavoidable. No applications shall be 
regarded as abandoned which has become the property of 
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the Government of the United States and with respect to 
which the head of any department of the Government shall 
have certified to the Commissioner of Patents, within a 
period of three years, that the invention disclosed therein 
is important to the armament or defense of the United 
States. Within ninety days, and not less than thirty days, 
before the expiration of any such three-year period the 
Commissioner of Patents shall, in writing, notify the head 
of the department interested in any pending application 
for patent, of the approaching expiration of the 

3 three-year period within which any application for 
patent shall have been pending (R. S. 4894; Mar. 3, 

1897, c. 481, Paragraph 4, 29 Stat. 693; July 6, 1916, c. 225, 
Paragraph 1, 39 Stat. 348). 

i 

3. The respondent has given various forms of recognition 
to these provisions of law and accordingly has accepted 
and promoted or established certain Rules of Practice 
governing patent office practice and recognizing this stat¬ 
utory six months period for response to a rejection of 
claims, in the following rules, to wit: 

Rule 77. If an applicant neglects to prosec'jate his appli¬ 
cation for six months after the date when the last official 
notice of any action by the office w^as mailed to him, the 
application will be held to be abandoned, as set forth in 
Rule 171. 

Rule 171. An abandoned application is one in which all 
the essential parts have not been filed so that it is com¬ 
pleted and prepared for examination within a period of 
six months, or which the applicant has failed to prosecute 
within six months after any action therein of which notice 
has been duly given (see rules 31 and 77) or which the ap¬ 
plicant has expressly abandoned by filing in the office a 
written declaration of abandonment, signed by himself and 
assignee, if any, identifying his application by title of in¬ 
vention, serial number, and date of filing. (See Rule 60.) 
Prosecution of an application to save fit from aban- 

4 donment must include such proper action as the con¬ 
dition of the case may require. The admission of an 

amendment not responsive to the last official action, or re¬ 
fusal to admit the same, and any proceedings relative 
thereto, shall not operate to save the application from 
abandonment under section 4894 of the Revised Statutes. 
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4. The petitioner under date of January 23, 1932 duly 
filed in the United States Patent Office an application for. 
Letters Patent containing claims to his invention relating 
to chemical treatment of iron and steel, including a claim 
thereto designated as claim 2. 

5. The respondent on May 18, 1932 rejected or super¬ 
vised the rejection of certain claims in petitioner’s said 
patent application, and rendered an Official Action divid¬ 
ing the rejected claims into two groups as to time limit 
for response: 

(a) One group containing all the rejected claims except 
claim 2 is accorded the statutory period of six months for 
response by the applicant. 

(b) The other group containing claim 2 is explicitly 
restricted as to time for response to thirty days from May 
18, 1932, the date of notice of rejection; to wit until June 
18, 1932. 

The respondent in this Official Action of May 18, 1932 
classifies the claims and imposes this time limitation of 
thirty days contrary to statute, and further threatens to 
penalize the applicant, this petitioner, by a judgment or 
ruling of disclaimer of claim 2 and the subject-matter 
thereof in the event of failure to respond within the thirty 
days, in the following language, to wit: 

5 “ Since claim 2 has been copied from a patent for 

the purpose of interference, the applicant is given 
thirty days in which to respond to the rejection of this 
claim.” 

6. The respondent in thus classifying petitioner’s claims, 
and curtailing his period for response to the rejection of 
claim 2, and in threatening to rule that applicant disclaims 
this claim 2 in the event of failure to comply with the thirty 
days’ time limitation purports to be acting in accordance 
with an asserted Rule of Practice designated bv him as 
Rule 63 sub d, to wit: 

Rule 63 sub d. Applications which appear to interfere 
with other applications previously considered and found 
to be allowable, or which it is demanded shall be placed 
in interference with an unexpired patent or patents. 

Where an applicant copies claims from a patent and the 
Examiner is of the opinion that he can make none of these 
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claims, he should state in his action why he cannot make 
the claims and set a time limit , not less than twenty days, 
for reply. If, after response by the applicant, the rejec¬ 
tion is made final, a similar time limit should be set for 
appeal. Failure to respond or appeal, as the case may be, 
within the time fixed, will in the absence of a satisfactory 
showing, be deemed a disclaimer of the invention claimed. 

7. The petitioner further alleges that after receiving this 
Official Action of May 18, 1932 limiting his time for re¬ 
sponse to less than the statutory period, he immediately, 
to wit on May 23, 1932 addressed a petition;to the Com¬ 
missioner this respondent personally to exercise his super¬ 
visory authority and waive the said action and said 

6 Rule 63 sub d and allow the applicant, this peti¬ 
tioner, his full statutory period of six: months for 
response; and this petitioner alleges that this respondent 
in reply to that petition refused to allow the statutory six 
months for response and affirmed his purported authority 
to curtail that period for response, in the following lan¬ 
guage, to wit: 

“The petition has been carefully considered but no rea¬ 
son is seen for extending to six months the time within 
which response should be made to the rejection of claim 2. 

“The petition is denied.’’ 

8. The petitioner alleges that in setting up a rule author¬ 
izing classification of rejected claims, curtailemnt of the stat¬ 
utory period of six months for response to the rejection of 
claims, and judgment of disclaimer on failure to accede to 
this rule, and particularly in rendering an Official Action 
classifying applicant’s, this petitioner’s, rejected claims in 
his case filed January 23,1932, and as to his rejected claim 2, 
curtailing his period for response to less than six months, to 
wit to June 18,1932, and in threatening to enter judgment of 
disclaimer in the event of applicant’s failure to respond 
within that arbitrary period, and in purporting by Rule 63 
sub d to curtail this applicant’s time for appeal from further 
or final rejection, this respondent is acting arbitrarily and 
capriciously and in a manner unwarranted and unauthor¬ 
ized in law, and is imposing an unlawful assumption of 
authority to exercise his judgment, and is encroaching on 
legislative power, and on the applicant’s, this petitioner’s, 
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constitutional right to due process of law, for with respect 
to the statutory period of six months for response to a re¬ 
jected claim this respondent is vested only with ministerial 
duty required by law, and not necessitating any exer- 

7 cise of discretion, but requiring only the acceptance 
of the six months statutory period accorded to the 

applicant for response or appeal. 

9. The petitioner states that prior to its coming into this 
Court it has exhausted all the remedies open to it to obtain 
direction and accordance by the Commissioner of Patents, 
this respondent, of the six months period for response, ex¬ 
tended by statute to this applicant, this petitioner, and that 
its efforts to that end have been unlawfully and unjustly 
denied and thwarted by this respondent, to the great detri¬ 
ment and prejudice of this petitioner in the prosecution and 
consequences of this patent application, and that there is 
no other course open to it but to petition this Court. 

Wherefore, the premises considered, the petitioner prays: 

1. That a rule to show cause may issue directing the re¬ 
spondent to appear before this Honorable Court and show 
cause, if any there be, why a writ of mandamus should not 
be issued commanding and directing respondent forthwith 
and prior to June 18, 1932 to extend and allow the appli¬ 
cant, this petitioner, as to claim 2 rejected May 18, 1932 in 
his patent application filed January 23, 1932, the full statu¬ 
tory period of six months from the date of rejection, to wit 
until November 18, 1932 for response to the rejection, and 
further, to allow the applicant, this petitioner, the full 
statutory period of six months duly to answer or appeal in 
response to any rejection of claims, particularly said claim 
2, in his patent application. 

2. That a writ of mandamus may issue commanding and 
directing respondent forthwith and prior to June 18, 1932 
to extend and allow to the applicant, this petitioner, as to 

claim 2 rejected May 18, 1932 on his patent appli- 

8 cation filed January 23, 1932, the full statutory 
period of six months from the date of rejection, to 

wit until November 18, 1932 for response to the rejection, 
and further, to allow the applicant, this petitioner, the full 
statutory period of six months duly to answer or appeal in 
response to any rejection of claims, particularly said claim 
2, in his patent application. 
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3. That a rule to show cause may issue directing the re¬ 
spondent to appear before this Honorable Court and show 
cause, if any there be, why a writ of prohibition should 
not be issued commanding and directing respondent, the 
Commissioner of Patents and his successors! in office, to 
refrain and desist from rendering or relying on any judg¬ 
ment or ruling that this petitioner be, regarded as having 
disclaimed claim 2 or the subject-matter thereof in his pat¬ 
ent application filed January 23, 1932, unless he duly an¬ 
swer or appeal in response to any rejection thereof in less 
than the statutory period of six months from the date of 
rejection, and particularly from the date of rejection of 
May 18, 1932, and in particular unless he respond to the 
rejection of claim 2 thereof in thirty days from the date 
of rejection; and refrain and desist from proceeding to 
have or permit entry of any judgment or ruling that the 
subject matter of any patented claim of petitioner’s said 
patent application as defined in Patent Office Rule of Prac¬ 
tice 63 sub d be regarded as disclaimed for any failure of 
the applicant duly to answer or appeal, in response to the re¬ 
jection of such claim, in any time less than six months from 
the date of Patent Office rejection of such claim. 

4. That a writ of prohibition may issue commanding and 
directing respondent, the Commissioner of Patents and his 
successors in office, to refrain and desist from rendering 
or relying on any ruling or judgment that this applicant 

in his patent application filed January 23, 1932, be 
9 deemed to have disclaimed his claim 2 or the sub¬ 
ject-matter thereof unless he duly answer or appeal 
in response to the rejection of claims in less than the statu¬ 
tory period of six months from the date of rejection, includ¬ 
ing particularly the date of rejection of May 18, 1932, and 
in particulur unless he respond to the rejection of claim 2 
thereof in thirty days from the date of rejection, and re¬ 
frain and desist from proceeding to have or permit entry 
of any judgment or ruling that the subject matter of any 
patented claim of petitioner’s said patent application as 
defined in Rule of Practice 63 sub d, be regarded as dis¬ 
claimed for any failure of the applicant duly to answer or 
appeal in response to the rejection of any such claim and 
particularly in any time less than six months from the date 
of Patent Office rejection of such claim. 
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5. For such other and further relief as the nature of the 
petition may require. 

ALBERT A. FREY, 

By J. HOWARD FLINT, 
Attorney for Petitioner. 

State of Pennsylvania, 

County of Allegheny , ss: 

Albert A. Frey, being first duly sworn, deposes and says 
that he is the petitioner in this matter, and that he has 
read the foregoing petition and knows the contents thereof, 
and that the matter and facts stated therein are true to 
the best of his knowledge, information and belief. 

ALBERT A. FREY. 

Sworn to and subscribed before me this 2nd day of June, 
1932. 

[seal.] E. E. LITTLE, 

Notary Public , East Pittsburgh , Pa. 

My commission expires March 7, 1933. 

10 Ansiver to Petition and Rule. 

Filed June 8, 1932. 

##*#### 

To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

Thomas E. Robertson, Commissioner of Patents, Re¬ 
spondent herein, in answer to the Petition and Rule to Show 
Cause alleges on information and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of paragraph 1. 

2. He admits that respondent is charged with the duties 
specified in the first two sections of paragraph 2, including 
“R. S. 4903” at the top of page 2 of the Bill. Respondent 
denies that he is charged with any such duties as are recited 
in the paragraph beginning with “And further” on page 
2 of the Bill. All that Section 4894 R. S. provides as to 
that paragraph is that the application “shall be regarded 
as abandoned” if not responded to within a period of six 
months. In other words the Commissioner cannot hold an 
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application abandoned earlier than six months after the 
rejection. Respondent admits that the Bill quotes the words 
of Section 4894 R. S. properly but denies that the under¬ 
scored words properly or completely set forth the essential 
parts here in issue. Respondent therefore suggests under¬ 
scoring as follows:—“ All applications” in line 1; all of line 
8 beginning with the word 44 they”. 4 ‘They” refers to “ap¬ 
plications” not to “inventions”. 

3. Respondent admits that paragraph 3 properly sets 
forth Rules 77 and 171. But respondent denies that these 
rules, which relate to abandonment of applications, have 
anything to do with the point in issue in this suit. Nowhere 

has anyone held petitioner’s application abandoned 
11 or threatened to hold it abandoned. If petitioner 
fails to appeal within the 30 days set or even in 3 
months or 5 months his application will not be held “aban¬ 
doned” and cannot be held abandoned under the statutes 
quoted in the Bill or under any other statutesj 

4. Respondent admits that petitioner on January 23, 
1932, filed an application for letters patent as stated in 
paragraph 4. 

5. Respondent admits the allegations of paragraph 5, 
except as to paragraph (b) (referring to claim 2) which 
does not fully set forth the facts in the case. ; Claim 2 was 
rejected under the established practice of I Weber and 
Woodford, 1919 C. 1). 65; 264 0. G. 863, and applicant was 
warned that if he wants to contest an interference with the 
patentee whose claim he copied, he must act promptly, i. e. 
within 30 days. Respondent denies that this requirement 
is contrary to the statutes. The four-line quotation at the 
end of paragraph 5 is incomplete. It should have at the 
end of it after “claims,” the following: (Ex parte Weber 
and Woodford, 1919 C. D. 65). 

6. Respondent admits that in the rejection of claim 2 
the examiner acted within the provisions of Rule 63, sub. d. 
Respondent further states that said Rule is valid, is not 
contrary to law, and is well within the practice of the Fed¬ 
eral Courts in patent matters, including the Supreme Court 
of the United States. 

7. Respondent admits that petition was taken to the 
Commissioner as stated and that the petition was denied in 
a decision concluding as stated in paragraph 7. It is noted, 
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however, that the decision refers to and is based on Ex 
parte Weber and Woodford, supra. 

8. Respondent denies that he “is acting arbitrarily and 
capriciously and in a manner unwarranted and unauthor¬ 
ized in law, and is imposing an unlawful assumption 

12 of authority to exercise his judgment, and is en¬ 
croaching on legislative power, and on the appli¬ 
cant’s, this petitioner’s, constitutional right to due process 
of law” and denies the allegation that he has no discretion 

i m ^ ___ 

in the matter of setting times. Respondent on the con¬ 
trary asserts that in following the provisions of Rules 
63(d) and 94 and the practice of Weber and Woodford he 
is only carrying into effect the practice in patent interfer¬ 
ence matters announced in various federal courts including 
the Supreme Court of the United States. 

9. Respondent denies that petitioner has exhausted all 
the remedies open to it and that there is no other course 
open to it but to petition this Court. On the contrary peti¬ 
tioner has a complete adequate legal remedy. Petitioner 
can file an appeal from the decision of the primary ex¬ 
aminer to the Board of Appeals alleging as error the two 
grounds of rejection raised and suggested by the examiner, 
viz. (1) the rejection of the claims in the first group, in¬ 
cluding the right to make claim 2, and (2) the ground of 
estoppel for failure to respond within 30 days as to claim 
2, copied from a patent for the purpose of an interference. 
In case of an adverse decision by the Board of Appeals 
petitioner can within 40 days give notice of appeal to the 
United States Court of Customs and Patent Appeals, or 
as an alternative, he can file a Bill in Equity under Section 
4915 R. S. Petitioner is then entitled to a decision from' 
either of these courts on the question of estoppel or, in 
other words, the validity of Rules 63(d) and 94 and the 
validity of the established practice under Ex parte Weber 
and Woodford. 

Further answering, respondent asserts that the copy of 
claim 2 was the necessary step for the institution of an 
interference proceeding and in interference proceedings 
time limits for taking actions are set. See Rules 63(d), 
93, 94, 96, 102, 104, 107, 109, 110, 111, 114, 118, 119, 

13 122, 124, 129 and 149. 

And further answering, respondent denies that 
petitioner has been denied any rights to which he is en- 
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titled under the Statutes, Rules, or established practice as 
authorized by the courts. 

And now, having fully answered the petition, respondent 
prays that the Rule to Show Cause against him he dis¬ 
charged and the Petition be dismissed with all costs of the 
proceedings against petitioner. 

THOMAS E. ROBERTSON, 

Commissioner of Patents . 

T. A. HOSTETLER, 

Solicitor for the Patent Office , 

Attorney for Respondent. 


District of Columbia, 

City of Washing ton, ss: 


I, Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by me sub¬ 
scribed and know the contents thereof, and that the state¬ 
ments of facts therein made as upon personal knowledge 
are true, and those made upon information and belief I 
believe to be true. | 


THOMAS E. ROBERTSON, 


Commissioner 


of Patents . 


Subscribed and sworn to before me this 7th day of June, 
1932. 

[seal.] FANNIE W. SCHRIDER, 

Notary Public , D. C. 

My commission expires May 12, 1933. 

14 Memorandum of Court. 

Filed June 16, 1932. 

******* 

In my judgment the rules of practice adopted by the 
Commissioner -of Patents are within his statutory power. 

Therefore I deny the relief prayed for and will dismiss 
the petition. 

June 16,1932. 

JESSE C. ADKINS, 

Justice . 
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Decree. 

Filed June 23, 1932. 

*####*# 

This cause came on for hearing upon the petition filed 
herein, the rule to show cause issued and the return of 
respondent to said rule and petition, and was argued by 
attorneys for the respective parties, and upon considera¬ 
tion thereof, 

It is adjudged, ordered, and decreed this 23d day of June, 
1932, that the rule to show cause be, and the same is 
hereby, discharged and the petition dismissed with costs 
against the Petitioner. 

JESSE C. ADKINS, 

Justice. 

Approved as to form. 

J. HOWARD FLINT, 

Attorney for Petitioner. 

Petition for Appeal. 

Filed July 15, 1932. 

*#*#### 

Come now the parties by their respective attorneys of 
record and thereupon the petition for writ of 
15 mandamus and for writ of prohibition, being heard 
and submitted to the Court before Justice Jesse C. 
Adkins, upon consideration thereof was denied, and the 
rule to show cause discharged and the petition dismissed 
with costs against the petitioner. 

From the foregoing decree dated June 23, 1932, the peti¬ 
tioner by his attorney notes an appeal to the Court of Ap¬ 
peals of the District of Columbia. 

J. HOWARD FLINT, 
Solicitor for Petitioner. 

Date: July 15th, 1932. 

Whereupon leave is granted to deposit the sum of Fifty 
Dollars with the Clerk in lieu of the maximum of an under¬ 
taking to operate as a supersedeas for costs. 

F. D. LETTS, 

Justice. 


Date: July 15th, 1932. 
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j 

Memorandum . 

July 15, 1932—$50 deposited in lieu of Bond on Appeal. 

Assignment of Error . 

Filed July 15,1932. 

* * * * * * * 

Comes now Albert A. Frey, the above-named petitioner, 
by his solicitor of record, J. Howard Flint, and having 
prayed an appeal to the Court of Appeals of the District 
of Columbia from the decree and order made and entered 
in this cause on the 23rd day of June; 1932, says that 
16 said decree and order are erroneous and unjust and 
against the rights of said petitioner, and as Assign¬ 
ment of Error therein represents that said Supreme Court 
of the District of Columbia erred in the! following par¬ 
ticulars : 

1. In finding that the Rules of Practice adopted by the 
Commissioner of Patents are within his statutory power; 
and particularly in finding that Rule 63(d) is within the 
Commissioner’s statutory power. 

2. In failing to find that Patent Office Rule 63(d) and the 
Patent Office action thereunder in petitioner’s case, each 
was invalid, and that it deprived petitioner of due process 
of law. 

3. In discharging the rule to show cause and in dismissing 
the petition therein. 

Wherefore the petitioner prays that the said decree be 
reversed and the Supreme Court of the District of Columbia 
be directed to allow petitioner the relief sought. 

J. HOWARD FLINT, 

Solicitor for Petitioner . 

\ ! 

Designation of Record. 

Filed August 10,1932. 

******* 

Under the provisions of Rule V, paragraph 2, Revised 
Rules of the Court of Appeals of the District of Columbia, 
it is hereby stipulated by and between counsel for appellant 
and appellee that the following enumerated papers shall 
constitute the transcript of record on appeal. 
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(1) Petition for Writ of Mandamus and for Writ of 
Prohibition. 

(2) Answer. 

(3) Memorandum. 

17 (4) Final Decree dated June 23, 1932. 

(5) Allowance of appeal (paper filed July 15, 

1932). 

(6) Assignment of Error. 

(7) Designation of Record. 

J. HOWARD FLINT, 
Counsel for Appellant . 

T. A. HOSTETLER,. 

Counsel for Appellee . 

August 10, 1932. 

18 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court 
of the District of Columbia, hereby certify the foregoing 
pages numbered from 1 to 17, both inclusive, to be a true 
and correct transcript of the record, according to direc¬ 
tions of counsel herein filed, copy of which is made part 
of this transcript, in cause No. 81357 at Law, wherein 
United States, ex relatione Albert A. Frey, is Petitioner 
and Thomas E. Robertson, Commissioner of Patents, is 
Respondent, as the same remains upon the files and of 
record in said court. 

In testimony whereof I hereunto subscribe my name and 
affix the seal of said court, at the city of Washington, in 
said District, this 20th day of September, 1932. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 5791. United States ex relatione Albert A. Frey, ap¬ 
pellant, vs. Thomas E. Robertson, Commissioner of Pat¬ 
ents. Court of Appeals, District of Columbia. Filed Sep. 
23, 1932. Henry W. Hodges, Clerk. 
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IN THE 


Court of Appeals of the District 

of Columbia 


0 


United States, ex relatione 
Albert A. Frey, 

petitioner-appellant. 


vs. 


Thomas E. Robertson, 
Commissioner of Patents. 
respondent-appellee. 


^Appeal Docket No. 5791 
April Term 1932 
Special Calendar. 




BRIEF FOR APPELLANT. 


Preliminary Statement 

This Court is besought to preserve due process of law 
to this petitioner-appellant during prosecution of his 
pending claim of invention before the Commissioner of 
Patents. 

This petition was filed June 3,1932 in the Supreme Court 
of the District of Columbia by this appellant, as petitioner 
for writs of mandamus and of prohibition, to require that 
the Commissioner of Patents perform his ministerial duty 
to extend beneficial enjoyment of a period of six months to 
this petitioner-applicant for response as to the merits of 
his claim after its rejection by the Patent Office Examiner. 
This petitioner’s time for response had been curtailed to 
thirty days, pursuant to a recent Patent Office rule (Rule 
63d). The petition attacked the authority of the Commis¬ 
sioner of Patents to enforce this rule as being contrary to 
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law, particularly in view of the express provision by Con¬ 
gress of six months within which an applicant may respond 
to rejection of his claim. 

The Supreme Court of the District of Columbia rendered 
judgment on the merits. It dismissed the petition with the 
abrupt, general opinion that, ‘‘The rules of practice adop¬ 
ted by the Commissioner of Patents are within his statu- 
torv powrer.” (Transcript page 11.) It is from this inter¬ 
pretation of the law that the petitioner now appeals. 

STATEMENT OF FACT 

The case was heard on the Petition and Answer, (trans¬ 
cript page 12, decree) in which the facts are agreed that: 

1. This petitioner-appellant, on January 23, 1932, duly 
filed a patent application directed to the improvement of 
molten steel (Petition par. 4, transcript page 4, and Ans¬ 
wer par. 4, transcript page 9). 

2. Thereupon the Patent Office May 18, 1932 rejected 
several of the claims, including a claim designated as claim 
2, all relating to this subject-matter (Petition par. 4, 5, 
transcript page 4, and Answer par. 4, 5, transcript page 9). 

3. Though the applicant is entitled to respond to this 
rejection and to obtain re-examination of his claim (Pe¬ 
tition par. 2, transcript page 2, and Answer par. 2, trans¬ 
cript page 8 both referring to R.S. 4903; 35 USCA § 51,) 
and though most of the rejected claims were accorded six 
months for this response (Petition par. 5a, transcript page 
4, and Answer par. 5, transcript page 9), yet claim 2 w r as 
accorded only thirty days for response to its rejection. 
This restriction is based on the Commissioner’s finding 
that claim 2 interferes with, or claims the same invention 
as, an existing patent to someone else, and on the applica¬ 
tion of Patent Office Rule 63d. (Petition par. 6, transcript 
page 4, and Answer par. 6, transcript page 9). 

Admissions. 

1. The Commissioner’s Answer admits (par. 2, 3, trans¬ 
cript pages 8, 9) that under R.S. 4894 ; 35 USCA § 37, the 
Commissioner cannot hold an application abandoned in 
less than six months for lack of response. 
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2. The Commissioner admits in his Answer (Par. 5, 6, 
transcript page 9) and in his Rule 63d (transcript pages 
4, 5,) that failure of the applicant within the time set under 
the rule to respond to the rejection of his claim 2 is thereby 
to result in a ruling of disclaimer of the invention claimed. 

SPECIFICATION OF ERROR 


The Supreme Court of the District of Columbia erred: 

1. In finding that the Rules of Practice adopted by the 
Commissioner of Patents are within his statutory power; 
and particularly in finding that Rule 63d is within the Com¬ 
missioner’s statutory power. 

2. In failing to find that Patent Office Rule 63d and the 

Patent Office action thereunder in petitioner’s case each 
was invalid, and that it deprived petitioner of due process 
of law. | 

3. In discharging the rule to show cause and in dismis¬ 
sing the petition therein. 

ISSUE 


These allegations of error simplify for argument to the 
proposition that this petitioner is deprived of due process 
of law by invalidity of Rule 63d, and further simplifies to 
the | 

ISSUE: Is Patent Office Rule 63d within the Commis¬ 
sioner’s authority as a regulation, not inconsistent with 
law, for the conduct of proceedings in the Patent Office? 

(R.S. 483; 35 USCA § 6). 


POINTS AND AUTHORITIES 

Rule 63d is inconsistent with law because: 

I. Contrary to R.S. 4894; 35 USCA § 37, this rule cur¬ 
tails to less than six months the applicant’s time for prose¬ 
cuting his claim after rejection on the issue of its merits, 
because of: 
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1-1 Express provisions of that statute 

(a) Phraseology “. . prosecute the same within 

six months after any action therein. . .” 

(b) Context of phrase—safeguards against forfei¬ 
ture by operation of law. 

(c) Absence of specific authorization for the Com- 
1 missioner to curtail this specific six months period 

of limitation. 

1-2 Inconsistent with effect of R.S. 4894 because 
burdensome both to courts and applicants by delay and 
expense to determine in each case whether curtailed 
time fixed by Commissioner for response was arbi¬ 
trary and capricious. 

1-3 Contrary to Congress’ intention —Historical. 

Duplex vs. Leering 254 U. S. 443 (474, 475) 41 
Sup. Ct. 172; 65 L. Ed. 349 (360) 

(a) On introduction of two year period for response 
in Act of 1870. 

41st Congress 2d Session, The Congressional 
Globe of April 14, 1870, page 2681; and of April 
21, 1870, page 2876. 

(b) On reduction of period to one year in 1897. 

54th Congress 2d Session, The Congressional 
Record of January 18, 1897, pages 900, 901; of 
Feb. 17, 1897, page 1938; and of March 3, 1897, 
pages 2711, 2712 and 2950. 

Reports of Commissioner of Patents: 

Year 1894 page iv 
Year 1895 page viii 
Year 1896 page viii 


I 


Commissioner's list of editions of Patent Office 
Rules. 

(c) On reduction of period to six months in 1927. 

i 

69th Congress 2d Session: 

i 

Senate Report No. 1313 I 

House Report No. 1889 | 

i 

I- 4 Contrary to authority. 

Overland vs. Packard 274 U. S. 417; 47 Sup. Ct. 
672; 71 L. Ed. 1131. 

U. S. vs. American Bell Telephone 167 U. S. 

224; 17 Sup. Ct. 809; 42 L. Ed. 144. 

Chapman vs. Wintroath 252 U. S. 126; 40 Sup. 
Ct. 234; 64 L. Ed. 491. 

Crown Cork & Seal vs. Aluminum Stopper 108 
F. 845; 49 CCA 72. 

Columbia Motor Car vs. Duerr 184 F. 893; 107 
CCA 215. I 

i 

II. Rule 63d is inconsistent with the general law relat¬ 
ing to abandonment, aside from the specified restrictions 
of R.S. 4894, because j 

II- l The underlying patent statute, R.S. 4886; 35 
USCA § 31 requires that the invention be proved to 
be abandoned. 

II-2 The courts uniformly have held that abandon¬ 
ment, whether of invention or of application, is a 
question to be proved as a fact. 

j 

Cases supra under 1-4, and also 

Jones vs. Sewall, Federal Case 7495; 13 Fed. 

Cas. 1017 (1028) (1873) | 

McMillan vs. Barclay , Federal Case 8902; 16 
Fed. Cas. 302 (306) (1871) j 

Hathaivay vs. Field (48) App. D. C. 369 (371) 
(1919) 




HI. Rule 63d further is inconsistent with the law relat¬ 
ing to laches. 

Baltzley vs. Spengler 262 F. 423. 

IV. Rule 63d further is inconsistent with R.S. 4903 ; 35 
USCA § 51 requiring re-examination of a rejected claim. 

Wadley vs. State of Georgia, 235 U. S. 651; 35 
Sup. Ct. 214; 59 L. Ed. 405 (411-12) 

V. Rule 63d further is inconsistent with R.S. 4909; 
35 USCA § 57 relating to appeals to Board of Examiners in 
Chief. 

Ex parte Putnam 1925 C. D. 29. 

VL Rule 63d further is inconsistent with R.S. 4911 as 
amended 1927; 35 USCA § 59a, relating to appeals to the 
Court of Customs and Patent Appeals. 

Postum Cereal vs. California Fig 272 U. S. 693; 
47 Sup. Ct. 284; 71 L. Ed. 478. 

Ex parte Bakelite 279 U. S. 438; 49 Sup. Ct. 
411; 73 L. Ed. 789. 

Hisley vs. Peters 6 App. D. C. 68. 

Mann vs. Brown 43 App. D. C. 457. 

1 Sundback vs. Blair 47 F. (2d) 378. 

Capek vs. Levis 55 F. (2d) 476. 

VII. Rule 63d further is inconsistent with R.S. 4915; 35 
USCA § 63, relating to review by bill in equity. 

VHI. Rule 63d further is inconsistent with R.S. 4904; 
35 USCA § 52, providing for interference proceedings be¬ 
tween an application and a patent. 

Ex parte Weber and Woodford, 1919 C. D. 65. 
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IX. Rule 63d is inconsistent generally with administra¬ 
tive law, and particularly with R.S. 483; 35 USCA § 6, for 
it is not an authorized “regulation”. 

i 

IX-1 Absence of standard 

Lynch vs. Tilden, 265 U. S. 315; 44 Sup. Ct. 

488; 68 L. Ed. 1034. j 

Chapman vs. Wintroath 252 U. S. 126; 40 Sup. 
Ct. 234; 64 L. Ed. 491. j 

IX-2 Forfeiture of res j 

i 

State vs. McCammon 86 S. W. 510 
Madden vs. State 75 Pac. 1023 
Interstate Commerce Commission *vs. Cincin¬ 
nati etc. Ry. 167 U. S. 479; 17 Sup. ;Ct. 896; 
42 L. Ed. 243. 

U. S. vs. 11150 pounds of butter; 195 F. 657 
(663, 664) | 

IX-3 Arbitrary character 

Garfield vs. U. S. ex rel. Goldsby 211 U. S. 249; 
29 Sup. Ct. 62; 53 L. Ed. 168 j 

j 

(a) Classification of claims j 

j 

(b) Evasion of functions of Patent Office 

Commissioner of Patents vs. Whitely 4 Wall. 

522; 18 L. Ed. 335 j 

j Butterworth f Commissioner vs. Hoe 112 U. S. 
50; 28 L. Ed. 656. \ 

(c) Disproportion of time 

R. S. 4886; 35 USCA § 31 
Chapman vs. Wintroath 252 U. S. 126; 40 Sup. 
Ct. 234; 64 L. Ed. 491. 

i 

i 

i 
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(d) Unlawful presumption 

U. S. vs. American Bell Telephone 167 U. S. 

224; 17 Sup. Ct. 809; 42 L. Ed. 144. 

McMillan vs. Barclay, Fed. Cas. 8902; 16 Fed. 

Cas. 306. 

(e) Promotes dilatory prosecution 

(f) Penalizes public. 

IX-4 Imposes determination of judicial and legisla¬ 
tive standards of substantive law on administrative 
officials not required to be learned in the law. 

ARGUMENT 

This petitioner asserts the invalidity of Patent Office 
Rule 63d. The Supreme Court of the District of Columbia 
has sustained the Rule in such broad terms that now this 
issue of validity is before this Court. This question of law 
is based on a few simple facts that are agreed by the 
parties. 

This petitioner duly filed an application to patent his 
invention for improving molten steel. In normal course he 
received the first action from the Patent Office, rejecting 
numerous related claims. 

The particular grounds of rejection are not involved 
here; it is agreed that they were “on the merits’’, raising 
the issue of patentability. But in this action the Examiner 
imposed an additional limitation on one of these claims, 
requiring response to claim 2 in thirty days instead of the 
six months accorded the related, rejected claims. Thus the 
Examiner applied Rule 63d, which reads: (transcript pages 
4,5) 


“Where an applicant copies claims from a patent 
and the Examiner is of the opinion that he can make 
none of these claims, he should state in his action why 
he cannot make the claims and set a time limit, not 
less than twenty days, for reply. If, after response by 


—9— 


the applicant, the rejection is made final, a similar 
time limit should be set for appeal. Failure to re¬ 
spond or appeal as the case may be, within the time 
fixed, will in the absence of a satisfactory showing, be 
deemed a disclaimer of the invention claimed. ” 

Petitioner contends that this rule is ultra vires, and 
inconsistent with the general law of forfeiture of patent 
rights and with the correlative right to enjoy the benefits 
of the law. 

I 

I. Rule 63d is inconsistent with R.S. 4894, 35 USCA § 37 
which to a specific degree introduced a period of limi¬ 
tations into the general law that abandonment is a 
question of fact. j 

i 

This statute provides: 

“All applications ... or, upon failure of the 
applicant to prosecute the same within six months 
after any action therein, of which notice shall have 
been given to the applicant, they shall be regarded as 
abandoned by the parties thereto. . . 

Petitioner submits that this statute secures to an appli¬ 
cant as of right at least six months to prepare and file his 
response after the Patent Office rejects his claim. 1 

The Commissioner concedes the applicant this six 
months as of right before his application can be held 
abandoned (Answer paragraphs 2 and 3, transcript pages 
8,9): I 


“In other words the Commissioner cannot hold an 
application abandoned earlier than six months after 
the rejection. . . under the statutes quoted in the 
Bill or under any other statute.’ ’ 


Nevertheless the Commissioner argues that the appli¬ 
cant is not entitled to six months for response; that though 


the formal application is protected by law yet the 


invention 
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therein may at any time be destroyed by the Commission¬ 
er ; that the penalty is paramount while its context secures 
no right in an applicant to utilize the statutory six months 
period. 

Petitioner submits that such harsh extension of power 
is not implied, that Rule 63d does in reality effect abandon¬ 
ment of the application by annihilating its essence through 
forfeiture of the invention for which the application exists, 
and that in any event the applicant is entitled to the six 
months by the general law of abandonment of which R.S. 
4894 is a part. 

Before the question of laches and the question oi* aban¬ 
donment in patent law the time phrase “within six 
months” first requires interpretation. 

I-l-a. R.S. 4894 secures six months for response by its 
phraseology , “within six months”. The term “within” is 
conventional in statutes of limitation, as in the Code of the 
District of Columbia, as this Honorable Court is cognizant. 
No instance has been found where even a court by rule or 
by implied construction has curtailed a statuory period of 
limitation. In logic, the applicant at any time until the 
expiration of the six months truly can meet the term thus 
phrased. 

I-l-b. In R.S. 4894 the context of the phrase in question 
rebuts any harsh construction or implied extension of its 
express terms. For this statute carefully provides that 
notice of a rejection should be given the applicant before 
even the statutory period should run. Only one penalty is 
provided, and that significantly applies only to the appli¬ 
cation and not to the invention. Even that penalty is re¬ 
laxed where the delay is unavoidable. Further, it is ex¬ 
plicit that in any event certain applications owned by the 
government are not to be abandoned “within” three 
years, and even then special precautions by notice are 
specified to safeguard these cases. Nevertheless Rule 63d 
requires forfeiture of the invention even in those cases, 
and within a time as short as twenty days. 
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I-l-c. In R.S. 4894 there is significant absence of any 
specific authority for the Commissioner either tp curtail 
the period of six months or to effect forfeiture of anything 
other than the non-responsive application. 

For these three reasons at least, express phraseology, 
context, and absence of specific authority, it is evident that 
R.S. 4894 has carved from the general law of abandonment 
of patent rights, no statutory authority for the Commis¬ 
sioner to curtail to less than six months an applicant’s time 
for response, nor for the Commissioner at any time to re¬ 
gard anything but the application as forfeited by rule of 
law. On the contrary the terms of R.S. 4894 emphasize 
and affirm at least six months for the applicant to use as of 
right for prosecuting his response to the action of the 
Patent Office. 

1-2. Any implied authority in the Commissioner to re¬ 
strict an applicant’s time for response to a rejection is 
rebutted by the very existence of this statute of limitation, 
and further rebutted by the effect of ignoring that statute. 
If the Commissioner already had power to restrict for 
response and to forfeit inventions, why was this time-limit 
section of R.S. 4894 ever enacted; what useful purpose 
does it serve? 

Moreover, even if the Commissioner could restrict time 
in any particular case, nevertheless the courts have not 
been ousted from determining judicially whether in that 
case the restriction would be unwarranted, capricious and 
arbitrary. But the burden of such added litigation would 
be imposed on the public and on the courts, particularly of 
the District of Columbia, on the applicant and on the Pat¬ 
ent Office. Certainly Congress must have enacted this 
statute of limitation against the policy of litigation over 
such short periods of time and with intention to avoid this 
burdensome effect of enquiry and attempted forfeiture 
from time restrictions of less than six months. 

j 

1-3. Further in ascertaining the meaning of R.S. 4894, 
are the historical facts of public record. Reference is made 
to the reports of the Committees on Patents when this 
time limitation was first enacted in 1870 (two year limita- 


i 
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tion), when it was amended in 1897 (one year) and when it 
was amended in 1927 (six months). There is consistent 
safeguarding against forfeiture and there is assurance of 
at least six months for the applicant to respond to Patent 
Office rejections. 

I-3-a. This first limitation, enacted in 1870, was reported 
by Mr. Jenckes, Chairman of the House Committee on Pat¬ 
ents, (Congressional Globe): 

Page 2681. (April 14, 1870) “Mr. Jenckes. The con¬ 
clusion the committee arrived at is expressed in two 
short provisions of the proposed bill. The substance 
of them I will state. Each and every party whose ap¬ 
plication has been refused is allowed tvro years to 
renew that application before the Commissioner, but 
this provision is not allowed to revive any applica¬ 
tion for an invention which has been as a matter of 
fact abandoned to the public. In other words it says 
a mere lapse of time in the prosecution of an applica¬ 
tion for a patent shall not be conclusive evidence of 
abandonment; that the right to a patent for a first and 
original invention is a vested right and can only be 
lost by the inventor in not proceeding in accordance 
with the provisions of law, or in his forfeiting that 
right in accordance with those provisions. ’ 7 

Page 2876. (April 21, 1870) “Mr. Jenckes . . . . 
The amendment of the gentleman from Massachusetts 
(Mr. Butler) proposes to establish a rule of evidence 
in this class of cases. It seems to me to be entirely 
unnecessary. I believe that it is now the law, and this 
section has been shaped in that belief, that a mere 
lapse of time is not conclusive evidence of an abandon¬ 
ment of the invention to the public or of an abandon¬ 
ment of the intention to prosecute the application. I 
do not think the amendment will add to or take any¬ 
thing from the law. 

Mr. Butler. Then there can be no objection to it. 
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Mr. Kellogg. I would ask the gentleman if the 
present Commissioner does not hold that the lapse of 
time is an abandonment of the patent in some cases? 


Mr. Jenckes. Yes; but I believe the Commissioner to 
be wrong, and I have so expressed myselfand this 
section has been draivn so that it shall not he so held 
hereafter either by the Commissioner or by the 
Courts.” 

I-3-b. On amendment of R. S. 4894 in 1897 to reduce the 
two years to one year, Mr. Draper reported for the House 
Committee on Patents (Congressional Record): ; 


Page 900. (January 18,1897) “Mr. Draper: The Com¬ 
mittee on Patents to whom was referred House bill 
3014 have had the same under consideration and report 
as follows: . . . Your committee . . '. further 
sought the advice of the Commissioner of Patents and 
some of the most eminent judges on the bench, who con¬ 
cur in the opinion that the changes recommended are 
wise ... ! 


Page 901. “Mr. Draper. It is also sought in the bill 
to remedy an evil which some have considered almost 
an abuse in the Patent Office, namely; that an applicant 
for a patent can make his application, receive a rejec¬ 
tion, wait two years before making an anslwer to the 
rejection, and continue in that way, so that the appli¬ 
cation may remain in the Patent Office a long time, a 
term of five or ten or possibly fifteen years, and then 
may come out of the Office and cover the invention for 
seventeen years from the date of issue. This bill pro¬ 
poses an amendment of that part of the law by substi¬ 
tuting the words ‘six months’ for the words ‘two 
years ’, so that after receiving a reply from the Office to 
his application the applicant shall be required to make 
his answer within six months, thus reducing the length 
of time that an application can remain in the Office ”... 
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This bill passed in the House, but its history in the Senate 
is most significant for the Senate refused to concur to the 
limitation ‘ * six months ’ \ (Congressional Record): 

Page 1938 (February 17, 1897). 4 ‘Mr. Platt. On the 
27th of January from the Committee on Patents, I re¬ 
ported favorably without amendment, the bill (H. R. 
3014) revising and amending the statutes relating to 
patents. The Committee has since further considered 
the bill, and now instructs me to report it with amend¬ 
ments ’ ’. 

Page 2711 (March 3, 1897). “Mr. Platt. I ask for the 
regular order. 

The bill (H.R. 3014) revising and amending the 
statutes relating to patents was considered as in Com¬ 
mittee of the Whole. 

The bill was reported from the Committee on Patents 
with amendments . . . that section 4894 of the Re¬ 
vised Statutes be and the same hereby is amended by 
striking out the words ‘two years’ in every place where 
they occur and substituting in lieu thereof the wx>rds 
‘one year’ ”. 

Page 2712. “Mr. Platt. I can take up the time of the 
. Senate with a little summary of the bill . . . 

As proposed it limited the right of a party to proceed 
in his application for a patent, once having been reject¬ 
ed to six months. The law as it now stands is two 
years. The Commissioner of Patents changed the rule 
and made it six months. That excited the hostility of 
the patent attorneys. We have compromised the mat¬ 
ter and made it one year”. 

Page 2950 (March 3,1897). “The Speaker laid before 
the House the amendments of the Senate to the bill 
(H.R. 3014) revising and amending the statutes relat¬ 
ing to patents. 
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Mr. Draper. Mr. Speaker, I am authorized by the 
House Committee on Patents to move that the House 
concur in the Senate amendments. 

The question being taken on the motion of Mr. 
Draper, to concur in the Senate amendment, the motion 
was agreed to.’ ’ j 

j 

The significant fact thus brought out is that the House 
attempted to ratify a rule of the Commissioner of Patents 
curtailing the statutory two years for response; but the 
Senate prevented this and affirmed the applicant’s right to 
utilize the entire statutory period for response, and this 
assurance became the expression of Congress in the amend¬ 
ment to R.S. 4894 in 1897. 

Thus it is a fact of public history that the Congress in 
1897 deliberately considered and rejected a rule of the Com¬ 
missioner of Patents embodying substantially the same rule 
and the same theory of authority to curtail the statutory 
period as now recurs in Rule 63d. Mr. Platt in the Senate 
in 1897 alluded to the Commissioner’s rule. That rule first 
had been asserted in the Report of the Commissioner of 
Patents for 1894, page iv: 

j 

4 ‘ It is thought that the following regulations for con¬ 
duct of proceedings in the Patent Office are within the 
power of the Commissioner to make, and it i$ proposed 
to enact them and to put them into effect on and after 
April 15, 1895.” (Quoting rules which the Commis¬ 
sioner’s Report for 1895, page viii repeats as:) 

! 

“Rule 65. An applicant will be considered to persist 
in his claim for a patent without altering his specifica¬ 
tion in case he fail to act in prosecution of the same for 
six months after the office action thereon, and there¬ 
upon the Examiner will make a re-examination of the 
case.” 

“Rule 134. In appealable cases in which no limit of 
appeal is fixed, no appeal will be entertained by any 
tribunal in the office unless taken within six months 
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from the action which puts the case in condition for 
appeal, unless it be shown to the satisfaction of the 
Commissioner that such delay was unavoidable.” 

This latter Commissioner’s report then adds: 

“The new rules.nevertheless, it can not 

be denied that they are open to attack in the courts, 
upon the question of their validity; and regarded as a 
matter of ijolicy they are also liable to repeal. On the 
latter consideration and because there can be no doubt 
of the beneficence of the rules, it is respectfully recom¬ 
mended that they be enacted into law either in their 
present form or by a declaratory act interpreting the 
present statute and in terms conferring upon the Com¬ 
missioner of Patents the authority to reject a case 
where it is found that the applicant has intentionally 
and unreasonably delayed its prosecution.” 

The Commissioner’s Report for 1897, page viii, notes that 
the rules have been revised and that the above-quoted rules 
appear respectively as rules 28 and 63. An official list of 
editions of Patent Office rules shows that this revision was 
promulgated as the 14th edition February 9, 1897. But it 
was on February 17,1897 that Senator Platt announced the 
refusal of the Senate on re-consideration to approve the 
Commissioner’s curtailment of the statute of limitation, and 
on March 3, 1897 that Congress affirmed the meaning of 
R.S. 4894 to assure an applicant’s right to the full period 
of the statutory time. And the official list of editions of 
Patent Office rules contains this significant requiescat: 

“Fifteenth revised edition June 18,1897 under which 
the rules of the thirteenth revised edition April 1, 1892 
were restored.” 

Thus the Commissioner's theory of implied authority to 
curtail the statutory period was quieted hy Congress em¬ 
phatically and conclusively . 
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I-3-c. Moreover the meaning of R.S. 4894 to assure the 
applicant’s right to the statutory period, was affirmed by 
Congress in 1927, when the one year period was reduced to 
six months. In the 69th Congress 2d Session, Senate Re¬ 
port No. 1313, January 24, 1927, by the Committee on Pat¬ 
ents, page 3 states: 

! 

“The object of section 1 is to give an applicant only 
six months to reply to an official letter instead of one 
year as now.” 


In House Report No. 1889, January 28, 1927, the Com¬ 
mittee on Patents states on page 3: I 

i 

“Section 1 reduces the time that an applicant is 
given to reply to an official action from one year to six 
months.” 

Thus the Congress in 1927 also “gives” to an applicant 
the statutory period for response. 

The substance is that Congress repeatedly has affirmed 
the meaning of R.S. 4894 as assuring the applicant the 
beneficial use of the entire statutory period. In the original 
enactment and in the two amendments as to the' time for 
response, Congress has avoided forfeiture by operation of 
law. It required three enactments through 57 years to re¬ 
duce the originally unlimited period to the present six 
months , and on at least one occasion Congress deliberately 
rejected the Commissioner’s theory of implied authority to 
curtail the applicant’s time for response. 

1-4. In addition to direct analysis of R.S. 4894, is the 
authority of the courts that the applicant is entitled to uti¬ 
lize the full statutory period of six months for response to 
the Patent Office rejection, and that any change in the policy 
of the statute is for Congress. 

In the leading case, in the United States Supreme Court 
(decided May 1927), Overland vs. Packard 274 U.S. 417; 
47 Sup. Ct. 672; 71 L. Ed. 1131, the applicant complied with 
R.S. 4894, then requiring a reply to the action of the Patent 
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Office within a year, but on seven different occasions he de¬ 
layed more than eleven months before filing his response to 
the Patent Office ruling. 

The question certified was: (L. Ed. pg. 1133) 

“In the absence of any other excuse for lapse of time 
between patent applications and responses thereto than 
that the applicant was exercising a statutory right (R. 
S. 4894 as amended setting limit of one year for re¬ 
sponse) may the bill of complaint be dismissed for want 
of equity because of long pendency in the Patent 
Office . 7 7 

Mr. Justice Taft stated the decision: 

“We think that under the decision of this court in 
U.S. vs. American Bell Telephone Co. 167 U.S. 224; 17 
Sup. Ct. 809; 42 L. Ed. 144, and Chapman vs. Win- 
troath 252 U.S. 126; 40 Sup. Ct. 234; 64 L. Ed. 491, this 
question must be answered in the negative. 77 

Answering allegations of public inconveniences arising 
where an applicant consumes the entire statutory period for 
response, the opinion states, (L. Ed. 1134) 

11 The answer to this argument is that the matter is 
entirely ivithin the control of Congress and in order to 
avoid the evil suggested, Congress may reduce the time 
within which one who is seeking an adjustment with the 
Patent Office in order to obtain a patent shall act upon 
receipt of notice of a decision of the Patent Office in the 
course of the application through that office. Congress 
as we have seen reduced this time from an indefinite 
period in 1861 to two years in 1870 and to one year in 
1897, and as provided in the last Congress (1927) to 
six months . 7 7 

This opinion further points out that in the cited Chapman 
vs. Wintroath case, the Court of Appeals of the District of 
Columbia had applied the doctrine of laches and equitable 
estoppel against an applicant who had delayed over a year, 
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but not two years, in copying a claim from a patent for 
interference, and that the U. S. Supreme Court had re¬ 
versed that holding on the ground that 

‘ ‘ The statutory period could not be reduced by equit¬ 
able considerations or those of public policy! 77 

The U. S. Supreme Court thus followed the American 
Bell Telephone case (decided May 10, 1897; 167 U. S. 224; 
17 Sup. Ct. 809; 42 L. Ed. 144), in which the United States 
by bill in equity sought to cancel a patent on the ground of 
delay in the Patent Office for nearly fourteen years during 
most of which time the public was using the invention. 
However, the applicant had always responded within the 
statutory period to each Patent Office action. 

The decision dismissed the bill. The opinion stated: 

(L. Ed. 155) “We proceed to consider .j . . the 
delay in the Office as the great fact in the case . . . 
as a course of conduct in the nature of fraud on the 
public ... | 

(L. Ed. 156) It will be perceived that it is conceded 
that some delay is unavoidable. In the very nature of 
things that is so. So it is not the fact but the excessive¬ 
ness of the delay of which complaint is made. The 
mere fact of delay does not therefore operate to de¬ 
prive the inventor of his legal right 77 . . . 

j 

(156) “Neither can a party pursuing directly a legal 
remedy he adjudged in the wrong if he acts within the 
time allowed, and pursues the method prescribed by the 
statute. If the statute gives him five years within which 
to bring an action on a note, he cannot be denied relief 
simply because he waits four years and eleven 
months ... A party seeking a right under the pat¬ 
ent statutes may avail himself of all their provisions 
and the courts may not deny him the benefit of a single 
one ... No court can disregard any statutory pro¬ 
visions in respect to these matters on the ground that 
in its judgment they are unwise or prejudicial to the 
interests of the public. 77 
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The IT. S. Supreme Court in the above-mentioned Over¬ 
land vs. Packard case also cited with approval Crown Cork 
and Seal vs. Aluminum Stopper (1901) 108 F. 845 (CCA). 
That decision in equity upheld a patent over the attack that 
“delays in the Patent Office pending the application worked 
a forfeiture”. The opinion states: 

“The inventor encountered serious difficulties in the 
securing of his patent, successive objections being in¬ 
terposed by the Examiner necessitating appeals. In 
each case the necessary steps were taken within the 
two years limited by statute .... 

“The argument of the learned counsel assumes that 
the inventor is under some sort of obligation to give the 
public the benefit of his invention as speedily as possi¬ 
ble and that he is in fault for any avoidable delay. The 
inventor does not determine the measure of his rights 
or of his obligations. The law determines that for him 
and if the government thinks that more speed is desir¬ 
able in the interest of the public, it should change the 
law; the courts cannot do so . . . certain fixed 

periods are provided in section 4894 . . . for secur¬ 
ing progress in applications for patents. If the in¬ 
ventor is allowed two years after judgment against him 
within which to take appeal, he may wait until the last 
day of the two years. If Congress thinks this is too 
long a time, it should fix another limitation, but courts 
cannot deny the benefits which the statute gives.” 

The U. S. Supreme Court in the above mentioned Over¬ 
land vs. Packard case also cited with approval Columbia 
Motor vs. Duerr (1911, CCA-2) 184 Fed. 893. There the 
court, in equity, overruled an attack of delay in the Patent 
Office in an application that had been pending over 16 years. 

This case is particularly striking for the court stated: 

“It is apparent he delayed just as long as possible 
the issue of the patent to him. During this time the 
automobile made marked advances along different lines 
and when in 1895 the patent was granted it disclosed 


- 21 - 


nothing new. While he withheld his patent the public 
learned from independent inventors all that it would 
teach . . . But the patentee acted wholly within his 
rights. He merely took advantage of the delays which 
the law permitted him. ’ ’ 

j 

Thus the United States Supreme Court interpreting R.S. 
4894 specifically has ruled that the law allows at least the 
entire period of the statute of limitation for response and 
that even the courts may not penalize the applicant for uti¬ 
lizing all of that period. j 

Can the Commissioner of Patents impose penalties by 
setting up laches or equitable estoppel where the courts 
may not do so ? 

H. Rule 63d is inconsistent with the general law that 
abandonment of patent rights is a question of fact, 
from which R.S. 4894, above discussed, carved only 
the specific period of limitation. 

II-l. Thus the underlying patent statute, R.Si 4886, 35 
USCA § 31, states: i 

“Any person who has invented .... (specifies 
subject-matter) not known or used by others; . . . . 
(enumerates several specific bars but permits two years 
of public use or of publication before filing application) 
unless the same is proved to have been abandoned . .. 
obtain a patent therefor.” ! 

Rule 63d conflicts with R.S. 4886 as a specific statute and 
also as a part of the law that abandonment is a question 
of fact. 

i 

II-2. That the authorities rule abandonment to be a 
question of fact is illustrated sufficiently by a few leading 
cases. Two were decided shortly after R.S. 4894 was en¬ 
acted to limit the time for prosecuting an application. 

In McMillan vs. Barclay (decided 1871) Federal Case 
8902; 16 Fed. Cas. 302 (306), the opinion states : 


W 
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4 4 Nor has the second branch of the defense that the 
invention was actually abandoned any better foothold. 
This must result from the intention of the patentee, ex¬ 
pressly declared or clearly indicated by his acts. There 
is certainly no evidence in the case of any express 
declaration of the patentee to that effect. And if the 
lapse of years between the date of his application and 
of his patent and his own conduct can be fully explained 
upon any other hypotheses they ought not to be im¬ 
puted to an intention on his part to abandon his inven¬ 
tion. . . . During two years before he applies for 
a patent an inventor may publicly sell and use his in¬ 
vention without any presumption of abandonment. 
Upon what reason then should he be regarded as hav¬ 
ing given up his invention to the public merely because 
a public officer has denied his application for a patent 
and the recognition of his right has thus been 
delayed.’ 9 

Jones vs. Sewall (decided 1873); Federal Case 7495; 13 
Fed. Cas. 1017 (1028) states: 

“Abandonment or dedication of an invention to the 
public being in the nature of a forfeiture of a right is 
not favored in the law .... (1029) No one but the 
inventor is competent to abandon his invention to the 
public. His acts and declarations if explicit are suffi¬ 
cient for the purpose, or he may accomplish the same 
end by continued acquiescence in the acts of others of 
which it appears he had knowledge, but the proof of 
knowledge and acquiescence must be beyond all reason¬ 
able doubt, as every presumption is the other way.” 

Consistently with the law thus stated, the Court of Ap¬ 
peals of the District of Columbia in Hathavray vs. Field 
(1919) 48 App. D. C. 369 (371), citing several of its prior 
decisions stated: 

4 4 This court has held as a general proposition that 
there can be no abandonment of the right to a patent 
unless such abandonment be affirmatively proved. 
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As already discussed, the Supreme Court in Overland vs. 
Packard and cases cited emphasized that abandonment is 
essentially an enquiry of fact, and held that an applicant’s 
act in utilizing the entire statutory period for response is 
not to be construed against him. 

III. Rule 63d is a rule inconsistent with the law of laches. 

It is unnecessary to multiply cases that laches, rather 
than being imposed by rule of law, is an inquiry in 
equity under all the circumstances of each case. 

i 

In Baltzley vs. Spengler (1919, CCA-2) 262 F. 423, Judge 
Hough said: 

4 ‘It is not profitable to mention decisions where this 
or that lapse of time has been held insufficient to justify 
this defense; for ‘laches is not a mere matter of time 
like limitation, but is a question of the inequity of en¬ 
forcing the claim’. Hubbard vs. Manhattan Trust 87 
Fed. 59 and cases cited. ’ ’ 

This Hubbard case states as well that, “It has fre¬ 
quently been pointed out that each case of laches de¬ 
pends upon its own circumstances and that no inflexible 
rule can be established in regard to the length of time 
which shall be held to constitute undue delay:” 

Rule 63d in applicant’s case disregards the facts (tran¬ 
script page 4) that any delay or requirement for response 
emanates from the Examiner’s own action of rejection, and 
that the subject-matter of the claim in question is highly 
technical, involving the metallurgy of steel; and that the 
Patent Office itself consumed substantially four months in 
rendering this first rejection to which applicant now is 
coerced to respond in thirty days. ! 

IV. Rule 63d comprises two parts, first the Commissioner’s 
time restriction and secondly his penalty for exceeding 
that time limit. That penalty is “disclaimer of the in¬ 
vention claimed.” This petitioner has discussed this 
penalty as being inconsistent as a rule of law with the 
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law of abandonment including R.S. 4886; 35 USCA 31 
and R.S. 4894; 35 USCA § 37, and also inconsistent 
with the law of laches. Further it is inconsistent with 
the several specific statutory rights that Congress has 
enacted as to prosecuting patent applications. Those 
statutes presuppose that an applicant pursues his claim 
of invention, but this rule if valid annihilates or elimi¬ 
nates the invention itself and renders the claim futile. 
These statutes are considered in the order in which this 
applicant would utilize them in normal prosecution. 

Rule 63d is inconsistent with R.S. 4903; 35 USCA § 51, 

“ Whenever on examination any claim for a patent is 
rejected . . . the applicant persists in his claim for a 
patent with or without altering his specifications the 
commissioner shall order a re-examination of the 
case.” 

The applicant on filing this petition stood in the Patent 
Office under the first rejection, needing time to meet the 
highly technical arguments of the Examiner against this 
highly specialized invention in chemical treatment of iron 
and steel to which claim 2 pertains. His answ r er must be 
completely “responsive” as the Patent Office technically 
requires. It must not contain hasty nor unsubstantiated 
statements to prejudice subsequent reviews or inter¬ 
ference. The entire aspect of the applicant’s response is 
affected by wdiether six months or thirty days are allowed 
him to plan how best to ascertain facts, consult records and 
authorities, secure affidavits and prepare the response. 
When his response is filed he expects the statutory re-ex¬ 
amination of this claim to be more than perfunctory and to 
hold the possibility of allowance of the claim to him. Yet 
the Commissioner orders by Rule 63d that the applicant be 
regarded as no longer claiming the invention of claim 2. 
With the essence of the claim thus destroyed, any re-exami¬ 
nation is futile. Thus indeed does the Commissioner coerce 
the applicant to comply with the rule. But the threatened 
disclaimer of invention renders Rule 63d inconsistent with 
R.S. 4903, whether or not this claim 2 be made the only 
claim in this application. 


—25— 


It may be observed at this point that as the application 
stands, this restriction in its effect extends beyond the par¬ 
ticular claim 2 toward which the Commissioner asserts he 
directs Rule 63d. It is the invention in claim 2 that the rule 
‘ 4 deems disclaimed”. But not only claim 2 relates to this 
invention; other claims in the application also relate there¬ 
to. Those claims the Commissioner does not segregate for 
time limitation nor threaten under Rule 63d directly (Peti¬ 
tion paragraphs 4 and 5, transcript page 4, and Answer par¬ 
agraphs 4 and 5, transcript page 9). Nevertheless as the 
effect of this rule they also suffer rejection because of the 
imposed disclaimer of the invention common to them and to 
the claim 2. What reason can justify the rule that thus 
drastically extends to extinguish these other claims? By 
what authority is applicant’s invention thus confiscated in 
initio ? 

Since in preparing what the applicant desires to be a 
convincing response, the risk of exceeding the curtailed 
time limit of Rule 63d would be to render any re-examina¬ 
tion fundamentally futile, the disapproval of the U. S. Su¬ 
preme Court is pertinent. As it stated in Wadley vs. State 
of Georgia, a rate case, 235 U. S. 651; 35 Sup. Ct. 214, 59 
L. Ed. 405 (411-12), 

“The right to a judicial review must be substantial, 
adequate, and safely available; but that right is merely 
nominal and illusory if the party to be affected can 
appeal to the courts only at the risk of having to pay 
penalities so great that it is better to yield to orders of 
uncertain legality rather than to ask for the protection 
of the law.” ! 

I 

V. Rule 63d is inconsistent with R.S. 4909 ; 35 USCA § 57, 

I 

“Every applicant for a patent .... any of the 
claims of which have been twice rejected ... may 
appeal from the decision of the Primary Examiner .... 
to the board of examiners in chief . . .” 

To satisfy this jurisdictional requirement, this applicant 
must first receive the second rejection of his claim. Such 
rejection necessarily would be perfunctory in view of this 
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rule. It seems clear that R.S. 4909 never was intended to 
subject the applicant to the burden and the legal detriment 
of merely perfunctory rejections as jurisdictional prerequi¬ 
sites. 

Moreover with the * 4 invention deemed to be disclaimed”, 
in the claim, and related claims, subjected to the penalty 
required by Rule 63d, it is true at this stage that if the rule 
is valid, appeal is fundamentally futile. The applicant 
would have no possibility of winning the appeal against this 
mandate of the Commissioner. The Commissioner has 
supervisory power so that the Patent Office Board of Exam¬ 
iners in Chief is governed by his rule. 

Ex parte Putman 1925 C. D. 29 is a sufficiently illustrative 
instance of exercise of the Commissioner’s supervisory 
power to overrule this Board. 

The U. S. Supreme Court disapproval in Wadley vs. 
State of Georgia just quoted as to re-examination applies 
also against futile appeal on rejection of claim. 

VI. Rule 63d is inconsistent with R.S. 4911 as amended 
1927; 35 USCA § 59a, 

i ‘If any applicant (. . . . and if any party to an 
interference) is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United States 
Court of Customs and Patent Appeals . . .” 

By Rule 63d the Commissioner essentially arrogates is¬ 
sues of patentability to himself to the exclusion of this 
statutory right of court review. For if Rule 63d is valid 
and the invention is deemed disclaimed, this appeal also 
must ultimately be futile. Any other questions that the 
applicant might raise are moot necessarily where the in¬ 
vention is ruled to have been disclaimed. 

Rule 63d as applied to individual cases would add to the 
usual issues of patentability such questions of law as to 
nullify the applicant’s enjoyment of this statute. For the 
applicant can obtain no appellate review of these decisions, 
since the Court of Customs and Patent Appeals is a legis¬ 
lative rather than a constitutional court. 



Postum Cereal vs. California Fig (1927) 272 U. S. 

693; 47 Sup. Ct. 284; 71 L. Ed. 478. 

Ex parte Bakelite 279 U. S. 438; 49 Sup. Ct. 411; 73 
L. Ed. 789 


The Commissioner (Answer paragraph 8, transcript page 
10) asserts that he has “discretion in the matter of Setting 
times” under Buie 63d as “only carrying into effect the 
practice in patent interference matters”. Applicant makes 
no attempt to discuss interference nor the validity and 
meaning of any of the numerous interference rules, for his 
rights now being injured arise strictly in prosecuting the 
issue of patentability (novelty, proper claiming of inven¬ 
tion, etc). No interference has been declared, but! on the 
contrary interference proceedings are being, ref used (Ans¬ 
wer par. 5, transcript page 9). 


“Applicant is warned that if he wants to contest an 
interference he must act promptly; i.e. within 30 days.” 


Whether or not the Commissioner ultimatelv declares an 
interference, this applicant’s present rights of prosecution 
“on the merits” none the less now are being injured by 
Buie 63d. If it were conceivable that applicant could carry 
Eule 63d to the Court of Customs and Patent Appeals as an 
interference matter he would find that Eule 63d precludes 
him from enjoying that appeal under E.S. 4911. For that 
court recognizes the distinctions made by its predecessor 
(Court of Appeals of the District of Columbia) that the two 
issues of patentability and of priority (interference) are 
different and rest on different statutes (Hisey vs. Peters 
6 App. D. C. 68; Maim-vs. Brown 43 App. D. C. 461), and 
that Commissioner’s rulings other than priority, are ancil¬ 
lary to interference, and are not reviewable under this 
statute (Sundback vs. Blair 47 F. (2d) 380; Capek vs. Levis 
55 F. (2d) 480). \ 

VII. Rule 63d is inconsistent with R.S. 4915; 35 USCA § 63, 


“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant . . . 

may have remedy by bill in equity if filed within six 
months after such refusal and the court . i. . may 
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adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention as specified in 
his claim . . . such adjudication shall authorize the 
commissioner to issue such patent . . .” 

If Rule 63d is valid, as the Supreme Court of the District 
of Columbia has held, then the invention would be deemed 
disclaimed by operation of rule of law established by the 
Commissioner. This hypothesis of validity would seem to 
require that the court of equity would abide by the disclaim¬ 
er. That removes the substance of the statutory remedy of 
R.S. 4915 by rendering it futile, and transfers the actual 
controlling decision from the judiciary to the administra¬ 
tive official. 

On the other hand if the applicant should undertake legal 
burdens that were not incumbent on him at the time he filed 
this petition for mandamus, should have his claim twice 
rejected under Rule 63d, should prosecute his formal appeal 
in the Patent Office, should receive refusal of his patent by 
the Commissioner, and then should have the court of equity 
decide not to follow Rule 63d, nevertheless the statute pro¬ 
vides no compulsion but only authorization for the Commis¬ 
sioner to grant the patent against his own policy in promul¬ 
gating this rule. 

There is moreover a serious public aspect, since the Com¬ 
missioner’s rule thus at the outset of prosecution in the 
Patent Office eliminates the invention claimed. For, if the 
court of equity does consider the bill on its merits, 
then the way is opened for applicants virtually to avoid the 
Patent Office. The Patent Office by imposing the disclaimer 
ignores the invention; it thus deliberately evades its func¬ 
tion and transfers substantial examination of the claim to a 
court of equity, and there leaves the applicant without as¬ 
surance of patent despite a favorable decision. Both the 
public and the applicant suffer. 

VIII. Rule 63d is inconsistent with R.S. 4904; 35 USCA 
§52, 

‘ ‘"Whenever an application is made for a patent, 
which in the opinion of the Commissioner would in¬ 
terfere with any pending application, or with any un- 
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expired patent he shall . . . direct the Primary 

Examiner to proceed to determine the question of 
priority of invention”. j 

The applicant is not now complaining of the fact that the 
Examiner has rejected applicant’s claim, applicant is will¬ 
ing to prosecute the issue of patentability in the statutory 
way. Applicant deems any discussion of interference 
practice or of interference rules to be entirely moot here. 
There is now no interference but only a refusal of interfer¬ 
ence. The interference rules cited in the Answer may or 
may not be valid in the situations to which they pertain. 

Nor has ex parte Weber and Woodford (1919 C.j D. 65, 
transcript page 9) any sanction in law. It is simply a deci¬ 
sion, not of the Commissioner of Patents as R.S. 483; 35 
USCA § 6 requires, but of a then (1919) acting commis¬ 
sioner. Quite opposite to this petitioner’s predicament it 
held an applicant to be entitled to certain favorable action 
he had requested on the issue of patentability. The opinion 
then took occasion to add as dictum a theory of what the 
law ought to be. The Commissioner in 1927 adopted that 
view in Rule 63d. 

But on the Commissioner’s own statement in applying 
rule 63d against applicant’s claim 2, that claim is for an in¬ 
vention claimed in a patent to someone else. Hence after 
this applicant has established the patentability of claim 2 to 
himself, there can be no reasonable opinion on these facts 
but that those two claims interfere. Yet the Commissioner 
admits and uses as his means of coercion that regardless of 
whether there is in fact interference beyond any question, 
he will refuse “to proceed to determine the question of 
priority of invention”. His answer is clear (Answer para¬ 
graph 5, transcript page 9). 

“Respondent admits . . . applicant was warned if 
he wants to contest an interference with, the patentee 
whose claim he copied he must act promptly; i. e. within 
30 days. ” 
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This Rule 63d is the basis for this admitted threat to ig¬ 
nore R.S. 4904 however favorable the issue of patentability 
may result for the applicant. ,The Commissioner is to 
evade his function. 

IX. Rule 63d further is inconsistent generally with admin¬ 
istrative law, and particularly with R.S. 483; 35 USCA 
§ 6 , 

“The Commissioner of Patents . . . may subject 
to the approval of the Secretary of Commerce, from 
time to time establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent 
Office. ’ ’ 

IX-1. It is within the ban expressed in Lynch vs. Tilden 
265 U. S. 315; 44 Sup. Ct. 488; 68 L. Ed. 1034 (1036). 

“The regulation prescribes a standard which Con¬ 
gress has not authorized the Commissioner or the Sec¬ 
retary to make.” 

The standard upon which Rule 63d and the Commissioner 
bases his theory of what the applicant ought to do nowhere 
exists in any patent statute, nor in any of the law. On the 
contrary, the copying of a claim for interference is the only 
way an applicant has to establish his rights of prior inven¬ 
torship against a patent that the Commissioner has issued 
without interference proceedings. That way is authorized 
in specific terms by the interference statute R.S. 4904. And 
the U. S. Supreme Court in Chapman vs. Wintroath (252 U. 
S. 126; 40 Sup. Ct. 234; 64 L. Ed. 491; again approved in 
Overland vs. Packard 274 U. S. 417; 47 Sup. Ct. 672; 71 L. 
Ed. 1131) overruling the Court of Appeals of the District of 
Columbia, held that an applicant is not to be subjected to 
the doctrine of laches or equitable estoppel if for inter¬ 
ference he does not copy the claim of a patent for as long 
as two years after that patent issues. Yet Rule 63d re¬ 
stricts the applicant to as little as twenty days to meet the 
grounds of rejection raised by the Examiner. 
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No t only is the standard in Rule 63d absent from the law 
but Rule 63d is contrary to the standard of time established 
in R.S. 4894; 35 USCA § 37 and in the pertinent cases (dis¬ 
cussed in Point I of this brief, pages 17-21) and the standard 
in R.S. 4886; 35 USCA § 31, (“unless the invention|shall be 
proved to have been abandoned”); and pertinent cases, 
this brief pages 21, 22. 

IX-2. Rule 63 imposes forfeiture of the invention, which 
is expressed in this applicant’s claim 2, forfeiture of 
the essential res for which the application exists, and 
for the examination of which the Patent Office was 
created to function. The power to regulate does not 
include the power to destroy. Such destruction is not 
regulation; it is legislation. 


“ 1 Regulation’ contemplates the continuance of the 
subject-matter in existence, or in activity”. State vs. 
McCammon 86 S. W. 510 (511). 


A power or right to ‘regulate’ a thing, such as the 
rights of aliens to hold property, does not give an 
authority to prohibit that thing. Madden vs. State 75 
Pac. 1023 (1024). i 

In Interstate Commerce Commission vs. Cincinnati etc. Ry. 
167 U. S. 479; 17 Sup. Ct. 896; 42 L. Ed. 243, the Supreme 
Court denied implied power in the Commission to make 
rates or (L. Ed. 256) to “build up indirectly and by impli¬ 
cation a power which is not in terms granted .. . . 

(L. Ed. 255) If Congress had intended to grant such power 
it would have used language open to no misconstruction. 
. . . (L. Ed. 251) The fact that this is a debatable ques¬ 
tion is very persuasive that it did not”. 

Without muliplying cases, petitioner refers to U. S. vs. 
11,150 pounds of butter; 195 F. 657, 663 et seq. (CCA). 
There the Secretary of the Treasury, having authority to 


! 
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make “regulations not inconsistent with law”, provided 
that butter containing 16% moisture was adulterated, in 
connection with a statute which as a standard forbade the 
manufacture of butter adulterated with “abnormal” quan¬ 
tities of water. The court, reviewing leading cases on in¬ 
valid regulations of administrative officials, states: 

“Implied authority in an executive officer or depart¬ 
ment to repeal, extend or modify an Act of Congress 
may not be lawfully inferred from authority to enforce 
it . . . Congress might have enacted that the viola¬ 
tion of certain rules and regulations of the Secretary 
not inconsistent with law, which it authorized him to 
make, should subject property to forfeiture and per¬ 
sons to fines and imprisonment. But it lias failed to 
declare that the violation of this regulation or of any 
regulation of its nature should have that effect . . . 
Forfeitures, fines and penalties may not be prescribed, 
imposed or inflicted for violations of a regulation of an 
executive department without previous legislative pre¬ 
scription”. 

IX-3. Buie 63d is arbitrary and not designed to accom¬ 
plish its alleged purpose of public benefit. 

In Garfield vs. U. S. ex rel. Goldsby 211 U. S. 249; 29 
Sup. Ct. 62; 53 L. Ed. 168, an action to retain the benefit of 
certain Indian enrollments, the opinion states (L. Ed. 175): 

“There is no place in our constitutional system for 
the exercise of arbitrary power, and if the Secretary 
has exceeded the authority conferred upon him by law, 
then there is power in the courts to restore the status 
of the parties aggrieved.” 

Buie 63d is arbitrary because: 

IX-3-a. Without authority, it classifies claims, and pur¬ 
ports to subject the different classes to different treatment. 
(Petition paragraph 5, transcript page 4, and Answer para- 
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graphs 5 and 6, transcript page 9). It will subject: this ap¬ 
plicant to severe legal detriment, in the disclaimer of inven¬ 
tion, that did not exist at the time of filing his petition. In 
effect the forfeiture of invention is so drastic as to jeopar¬ 
dize claims not under the rule, since both classes of claims 
are related to the common invention. 


IX-3-b. The threat of forfeiture is essentially j that the 
Patent Office functions will cease or be of no avail as to the 
invention forfeited. An applicant was granted relief against 
refusal of the Patent Office to perform its functions in Com¬ 
missioner of Patents vs. Whitely 4 Wall. 522; 18 L. Ed. 335 
and Butterworth, Commissioner of Patents vs. U. S. ex rel 
Hoe 112 U. S. 50; 28 L. Ed. 656 is similar. 


IX-3-c. Rule 63d is disproportionate as to time. Since 
R.S. 4886; 35 USCA § 31 allows an applicant two years to 
file application after public use or publication of his inven¬ 
tion, and since Chapman vs. Wintroath 252 U. S. 126; 64 L. 
Ed. 491; allows him at least two years to copy claims from 
a patent for interference, and since interference normally 
consumes many months or even years, it is absurd and of 
insignificant benefit to impose a twenty or thirty day limit 
on response to the Examiner’s rejection on the merits of 
patentability. Moreover as applied to petitioner’s case, 
this restriction is disproportionate. It took tlie Patent 
Office from January 23,1932 to May 18,1932 or nearly four 
months to study the invention and set up the Examiner’s 
grounds of rejection, yet the applicant is restricted to only 
thirty days to make adequate reply to those grounds (trans¬ 
cript page 4). j 


IX-3-d. The forfeiture of Rule 63d rests on a presump¬ 
tion against the applicant, contrary to law. Thus in the 
Berliner telephone case, where the patent application was 
pending 16 years (U. S. vs. American Bell Telephone Co. 
167 U. S. 224; 17 Sup. Ct. 809; 42 L. Ed. 144): the U. S. 
Supreme Court said (L. Ed. pg. 157): 
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“ Counsel seems to argue that one who has made an 
invention and thereupon applies for a patent therefor 
occupies as it were the position of a quasi-trustee for 
the public; that he is under a sort of moral obligation 
to see that the public acquires the right to the free use 
of that invention as soon as is conveniently possible. 
We dissent entirely from the thought thus urged. 

. . . (L. Ed. 158) There is no presumption against 
the applicant. If a tribunal charged with official ac¬ 
tion delays such action, whatever of presumption sur¬ 
rounds the delav attaches to the tribunal and, no evi- 
dence of wrong being given, the presumption woidd he 
that the delay was at the instance of the tribunal and 
not caused by the applicant.” 

In McMillan vs. Barclay (1871) Fed. Cas. 8902; 16 Fed. 
Cas. 302 (306) in which prolonged Patent Office prosecu¬ 
tion was held not to support allegations of abandonment 
nor of laches, the court said: 

“The delay interposed by the mistakes of the public 
officers or the delay of courts where gross laches can- 
*not be imputed to the applicant cannot affect his right 
. . . any imputation of *sluggish diligence’ in prose¬ 
cution is rebutted by the fact of Patent Office rejections 
and of the responses thereto .’ 9 

In the present case the situation arises entirely from 
issuance by the Patent Office of a patent, which applicant 
asserts was inadvertent, and should be corrected by inter¬ 
ference as provided by statute. Further the Patent Office 
causes the delay by setting up technical grounds of reject¬ 
ion in the highly technical subject-matter of the chemistry 
of steel. Rule 63d therefore imposes an arbitrary, unlaw¬ 
ful presumption. 

IX-3-e. Rule 63d is inconsistent with expediting a dec¬ 
laration of interference to determine the issue of priority, 
and to issue a patent to the first inventor. For the 
claims are classified in two groups with separate prose- 
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cutions, and different times for response. If applicant com¬ 
plies with the rule this separation continues through ap¬ 
peals. As to claims not under the rule prosecution is 
suspended, particularly if those claims become allowed, 
while the copied claim is prosecuted through appeals, even 
to the Circuit Court of Appeals, to determine the question 
of its patentability. 

IX-3-f. Rule 63d is premised on subjecting the public 
to the monopoly of the patent already issued without re¬ 
gard to the question of whether that patentee was the prior 
inventor. If he is not the prior inventor then his patent is 
invalid and he is not entitled under the law to monopolize 
the invention against the public. Yet the Commissioner 
under this rule deliberately chooses not only to penalize 
the applicant but the public as well by his avowed intention 
in any event to avoid the statutory provision for interfer¬ 
ence. (R.S. 4904; 35 USCA § 52). j 

i 

IX-4. Rule 63d is not properly a “ regulation” ior the 
conduct of proceedings in the Patent Office. It delegates 
to the Examiner the duty of establishing what period of 
time in the individual cases shall constitute the measure 
or rule of law as to the abandonment, estoppel^ laches, 
fraud for which the penalty of disclaimer is to be imposed. 
These are matters of substantive law. 

The Examiners, upon whom this duty is imposed, are 
not required by any law r to be lawyers, and in fact many of 
them are not at all “learned in the law” nor members of 
the Bar. Neither is there any statute requiring the Com¬ 
missioner himself to be “learned in the law.” The U. S. 
Supreme Court in Overland vs. Packard 274 U. S. 417; 47 
Sup. Ct. 672; 71 L. Ed. 1131 (1134), said as to public incon¬ 
veniences arising where the applicant consumes the entire 
statutory (R. S. 4894; 35 USCA § 37) period for response 
“the matter is entirely within the control of Congress”; 
and that opinion approved Crown Cork and Seal vs. 
Aluminum Stopper 108 F. 845, which said, “If Congress 
thinks this is too long a time it should fix another limita¬ 
tion but courts cannot deny the benefits which the statute 
gives.” If “courts cannot deny” the applicant his time 
for response, how can these non-legal administrative offi- 








—36— 


cials set up such standards of substantive law? Clearly 
this matter of forfeiture and of determination of the ques¬ 
tions of substantive law and of evidence involved by Rule 
63d renders that rule not a “regulation’’ and renders it 
“inconsistent with law.” 

CONCLUSION 

* 

This petitioner submits that the Supreme Court of the 
District of Columbia erred in not finding that Rule 63d is 
ultra vires and invalid, and deprives this petitioner of due 
process of law, because: 

1. Rule 63d imposes a restricted time for response in 
prosecution “on the merits,” or issue of patentability, con¬ 
trary 

(a) to the general law of prosecution of invention 
aside from the specific six months limitation of 
1 R.S. 4894; 35 USCA § 37 and 

(b) contrary to R.S. 4894, which affirms and allows 
six months to prosecute an application for a rejec¬ 
ted claim, as R.S. 4894 is construed in the light of its 
phraseology and context, the events of its enactment, 
and the authoritative decisions. 

2. Rule 63d in its penalty is contrary to R.S. 4886; 35 
USCA § 31 and also to the law of abandonment and of 
laches in being a general rule of law as to forfeiture, and 
in being a rule premised essentially on lapse of a short 
period of time less than six months and on conditions be¬ 
yond the applicant’s control or responsibility in law. 

3. Rule 63d by imposing forfeiture of invention renders 
futile the applicant's several statutory rights to re-exami¬ 
nation, appeals, and interference. 

4. Rule 63d imposing its forfeiture, proceeds beyond 
any standard of promptness or of forfeiture imposed by 
Congress for the administration of the patent laws. 

5. Rule 63d exceeds the scope of a “regulation”, and 
particularly those authorized by R.S. 483; 35 USCA § 6; is 
legislative, is arbitrary, promotes dilatory prosecution, and 
evades the functions of the Patent Office. 
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6. Rule 63d delegates judicial duties to administrative 
persons who are not required by law to be skilled in tile law. 

j 

Wherefore this petitioner-appellant submits that the 
judgment of the Supreme Court of the District of Columbia 
should be reversed and here rendered in his favor and 
against respondent, all of which is prayed. 

J. Howard Flint, 
Solicitor for Appellant. 
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I 

May it please the Court: This is an appeal from 
a decree of the Supreme Court of the District of 
Columbia dismissing the appellant’s petition for 
a mandamus against the Commissioner of Patents. 

STATEMENT OF THE CASE 


Appellant on January 23, 1932, filed an applica¬ 
tion for letters patent, which application contained 
certain claims including “ claim 2” copied from a 
patent. 

The primary examiner on May 18,1932, rejected 
the claims, but with respect to claim 2 the examiner 
under authority of Rule 63 (d) made the following 
additional requirement: 

Since claim 2 has been copied from & pat¬ 
ent for the purpose of interference, the ap- 
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plicant is given thirty days within which to 
respond to the rejection. (Ex parte Weber 
& Woodford, 1919 C. D. 65.) 

See paragraph 5 of the Bill and paragraph 5 of the 
Answer. 

Appellant contends he is entitled to six months 
within which to respond to the examiner’s action 
on claim 2. He seeks to have Rule 63 (d) declared 
invalid in a mandamus proceeding instituted in the 
Supreme Court of the District of Columbia and now 
here on this appeal. 

The pertinent part of Rule 63 (d) reads as 
follows: 

Where an applicant copies claims from a 
patent and the examiner is of the opinion * 
that he can make none of these claims, he 
should state in his action why he can not 
make the claims and set a time limit, not 
less than twenty days, for reply. If, after 
response by the applicant, the rejection is 
made final, a similar time limit should be set 
for appeal. Failure to respond or appeal, 
as the case may be, within the time fixed, 
will in the absence of a satisfactory showing, 
be deemed a disclaimer of the invention 
claimed. (See rule 94.) 

ARGUMENT 

When an applicant seeks an interference with a 
patent his right to an interference should be de¬ 
termined promptly for the following reasons: 

A. To protect the rights of the Public. 


B. To protect the rights of the Patentee. 

C. The Supreme Court of the United States in¬ 
sists upon diligence in inter partes patent matters. 

These A, B, and C propositions will now be 
discussed. 

i 

A. TO PROTECT THE RIGHTS OF THE PUBLIC 

i 

Appellant Frey by copying in his application a 
claim from a certain patent thereby contends that 
he and not the patentee is the first inventor of the 
invention expressed in that claim. Frey’s appli¬ 
cation is kept in secrecy in the Patent Office; The 
public, including the patentee, knows nothing of 
Frey’s application or that he is claiming the inven¬ 
tion for which the patentee has a patent. The 
-said patent has been open to the public for almost 
two years. The patented file does not show that 
appellant is claiming the invention of the copied 
claim. Some one seeing the -said patent may want 
to manufacture under that claim of that patent 
and may pay for a license thereunder or may even 
buy the patent outright only to find that appellant 
and not the patentee is the owner of the invention 
of the claim in question. If appellant is the owner 
of that invention, equity requires that he assert 
that right without any delay. If appellant delays 
unduly it is he that should suffer for his delay and 
not the public that has been injured by his dilatory 
actions. 
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B. TO PROTECT THE RIGHTS OF THE PATENTEE 

(a) The patentee may expend large sums of 
money to equip his factory with machines to use 
his invention, and then find that some one else is 
the prior inventor who demands royalties from 
him. 

(b) If the patentee is to contest an interference 
with plaintiff it should be done promptly while the 
patentee’s evidence is available. The original ap¬ 
paratus upon which the patentee relies may wear 
out and be repaired or ‘‘junked.” The witnesses 
upon whom he must rely may leave his employ or 
. die. Drawings and other exhibits may become lost. 
This Court undoubtedly knows from experience at 
the bar and on the bench how difficult it is to prove 
events that occurred a long time ago. 

C. THE SUPREME COTJRT OF THE UNITED STATES INSISTS 

UPON DHJGENCE 

The patent statutes are silent as to the time with¬ 
in which claims of a patent must be copied by an 
applicant for the purpose of interference. And 
yet the Supreme Court of the United States realiz¬ 
ing the injustice resulting from delays has set the 
limit generally at two years. 

In the ease of Webster Electric Co. v. Splitdorf 
Electrical Co., 264 U. S. 463, applicant Kane, as¬ 
signor of Webster Electric Co., copied claims from 
a patent five years after the date the patent was 
granted. The Court held the delay unreasonable 
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and under tlie circumstances shown bv the record 
constituted laches by which the petitioner lost what¬ 
ever rights it might otherwise have been entitled 
to. In this case the Supreme Court followed the 
“two-year” doctrine with respect to reissue; appli¬ 


cations announced in Ives v. Sargent, 119 U. S. 
652, 661; 1887 C. D. 191; Wollensak v. Reilier, 115 


U. S. 87, 101; Topliff v. Topliff, 145 U. S. 156; 
Miller v. Brass, 104 U. S. 350. The reissue statute, 


Section 4916 R. S., contains no two-vear limit but 

the Supreme Court of the United States neverthe- 

: 

less applied the two-year doctrine. 

Appellant Frey copied the claim just within the 
“two-year” limit but if he were now allowed six 
months of inaction on his part it certainly; would 
not be carrying out the spirit of the “two-year” 
doctrine laid down by the Supreme Court of the 
United States. Obviously appellant’s diligence 
does not end in the mere copying of the claim from 


the patent. 

Appellant has lost sight of the fact that the ques¬ 


tion of his right to make the claim copied from the 
patent is the initial step of a possible interference. 
The Commissioner wants to know and know 

i 


promptly, whether there is an interference;. The 
primary examiner has ruled that appellant can 
not make the claim. It is therefore incumbent 


upon appellant to obtain a ruling from some appel¬ 
late tribunal that the disclosure in his application 
supports the claim. 
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Appellant has also lost sight of the fact that the 
examiner has set claim 2 apart from the other 
claims rejected under the general prosecution of the 
application. 

The urgent question now is, can appellant make 
claim 2 ? If so, the interference should be declared 
promptly. If it is finally determined that he can 
not make the claim, the prosecution of the applica¬ 
tion will proceed in its regular order before the 
primary examiner. 

Section 4894 R. S. (the part pertinent here) reads 
as follows: 

Sec. 4894. (U. S. C., title 35, sec. 37.) All 
applications for patents shall be completed 
and prepared for examination within six 
months after the filing of the application, 
and in default thereof, or upon failure of the 
applicant to prosecute the same within six 
months after any action therein, of which 
notice shall have been given to the applicant, 
they shall be regarded as abandoned by the 
parties thereto, unless it be shown to the sat¬ 
isfaction of the Commissioner of Patents 
that such delay was unavoidable: 

Section 4894 R. S. relates to abandonment of ap¬ 
plications for failure to prosecute within six 
\ months, or to complete the application. Abandon¬ 
ment or threatened abandonment of appellant’s ap- 
| plication is not an issue here, although nearly all 
of appellant’s brief is directed to that question. 
The tribunals of the Patent Office have not held 
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i 

appellant’s application abandoned for failure to 
respond to the examiner’s 30-day requirement nor 
have they threatened to do so nor do they intend 
to hold his application abandoned for failure to 
respond to the examiner’s 30-day requirement with 
respect to the claims copied from a patent by 
appellant. 

The primary examiner is of the opinion that 
there is no interference but under Rule 63 (d) he 
has given appellant 30 days within which to trav¬ 
erse, by appeal or otherwise, the examiner’s rul¬ 
ing. If appellant fails to respond within the time 
set (or any extensions thereof) he forfeits his right 
to an interference with the patentee. This in no 
way curtails appellant’s rights in the regular pros- 
. ecution of his application and his failure to re¬ 
spond within the time set by the examiner has noth¬ 
ing to do with the question of abandonment of his 
application under Section 4894 R. S. 

Other Patent Office Rules in which time is speci¬ 
fied are: 

i 

Rule 93, 4 4 not less than 10 days. ’ ’ 

Rule 96, 4 4 within a specified time.’|’ 

Rule 102, designates time within which 
preliminary statement must be filed. 

Rule 104, time for filing preliminary 
statement may be extended. 

Rule 107, time within which disclaimer 
may be filed. 

Rule 109, Examiner may fix time for filing 
motions, not less than 30 davs. 

! 

! 
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Rule 110, time fixed for filing preliminary 
statement. 

Rule 111, time of Rule 110 may be 
extended. 

Rule 112, time for curing defects. 

Rule 114, “no less than 30 days” for order 
to show cause. 

Rule 118, time set for taking testimony. 

Rule 119, “not less than 10 days.” 

Rule 122, time for motions, not less than 
30 days. 

Rule 124, Examiner of Interferences when 
rendering an adverse decision on the merits 
of an appplieant’s application fixes a limit 
of appeal to the Board of Appeals “not less 
than twenty days.” 

Rule 129, Examiner of Interferences shall 
“set a time of hearing.” 

Rule 149, Forty days for giving notice of 
appeal to the court. 

An interference is a proceeding independent of 
the general prosecution of an application. Section 
4904 R. S. (35 U. S. C. A.) not only authorizes but 
directs the Commissioner to institute interference 
'proceedings “whenever in the opinion of the Com¬ 
missioner” an application would interfere with 
another. 

In the case of Ewing, Commissioner of Patents, 
I v. The Fowler Car Co., 244 U. S. 1, 238 O. G. 983, 
the Supreme Court of the United States held that 
the institution of interference proceedings was ex¬ 
clusively within the jurisdiction of the Commis- 
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sioner under Section 4904 R. S. This decision also 
quotes Section 483 R. S. with comments as follows: 
Section 483, Revised Statutes, provides: 


The Commissioner of Patents, subject to 
the approval of the Secretary of the In¬ 
terior, may, from time to time, establish 
regulations, not inconsistent with law, for 
the conduct of proceedings in the Patent 
Office. 

Pursuant to this authority regulations 
known as 4 ‘Rules of Practice in the United 
States Patent Office” have been established 
by the Commissioner by and with the ap¬ 
proval of the Secretary of the Interior and 
now govern the declaration of interferences 
between pending conflicting applications 
and have the force and effect of law, binding 
as well upon the Commissioner as upon the 
applicant for patents. i 

It is under the authority of Section 483 R. S. that 
Rules 63 (d) and 94 have been promulgated. The 
provisions of these Rules were followed in appel¬ 
lant’s case. No case has been found in which the 
validity of these Rules was ever questioned, j 

The ruling of the Supreme Court of the United 
States in the case of In re Hien, 166 U. S. 432; 1897 
C. D. 367; 79 0. G. 507, is in point here. 

In that case Hien appealed from a decision of 
the Patent Office to the Court of Appeals of the 
District of Columbia but did not give notice thereof 
within the time prescribed by the Rules of that 


Court. 


Hien contended that the Court had 


no au- 


i 
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thority to make the rule. The Supreme Court of 
the United States in discussing Section 4894 R. S. 
(which petitioner says gives him six months for 
appeal) said: 

This (Section 4894) has no relation to the 
limitation on appeals under Section 4911 but 
has reference solely to the abandonment of 
an application by failure to prosecute it. 

The writ was denied. 

In Seymour, Commissioner of Patents, v. Brodie, 
10 App. D. C. 567; 1897 C. D. 372; 79 O. G. 509, 
the Supreme Court of the District of Columbia 
granted a writ of mandamus directing the Com¬ 
missioner of Patents to reinstate an interference 
which he had dissolved on the ground that the issue 
was not patentable. On Appeal the Court of Ap¬ 
peals of the District of Columbia reversed this rul¬ 
ing. This appellate decision cites authorities where 
a petitioner has other legal remedies, but is par¬ 
ticularly pertinent as to authority for making rules. 
In next to the last paragraph the Court says: 

Holding, as we do, that the relator in this 
case is not entitled to the remedy which he 
seeks, we do not deem it proper to enter into 
the merits of the controversv: but we do 

•J 7 

deem it proper to say that if there is am¬ 
biguity in the rules of the Patent Office or if 
those rules do not provide sufficiently or ex¬ 
plicitly for such contingencies as have been 
manifested in this case the Commissioner, by 
the power vested in him to make rules for 
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the government of his Office, has the remedy 
in his own hands and should not fail to 

j 

exercise it. 

The Commissioner of Patents in 1895 formu¬ 
lated a rule for limiting the time for taking appeals 
in the Patent Office to six months. The abandon¬ 
ment clause of Section 4894 R. S. at that time was 
two years. The question was submitted to the 
Attorney General as follows: 

i 

Has the Commissioner power to make 
rules, subject to the approval of the Secre¬ 
tary of the Interior, providing that no ap¬ 
peal will be entertained by any tribunal in 
the office unless taken within six months 
from the action which puts the case in condi¬ 
tion for appeal, unless it be shown to the 
satisfaction of the Commissioner that such 

i 

delay was unavoidable ? 

After quoting Section 4894 R. S. in force at that 
time, the Attorney General ruled: 

I do not think that the proposed rule sub¬ 
mitted by the Commissioner of Patents in 
his communication is inconsistent with the 
law or beyond his power under the authority 
given him to prescribe regulations for the 
conduct of proceedings in the Patent Office. 
(21 Opinions of the Attorney General, pp. 
122-123.) 

It is submitted that that opinion is decisive of 
the question here on appeal. 
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It is well established that rules of the Patent 
Office, if not inconsistent with law, have the force 
of a statute: 

WestingJwv.se Traction Brake Co. v. 
Christensen, 243 F. R. 901. 

Mell v. Midgley, 31 App. D. C. 534; 1908 
C. D. 512. 

Broadwell v. Long, 36 App. D. C. 418; 
1911 C. D. 300. 

In re Mraz, 36 App. D. C. 435; 1911 C. D. 
316. 

Fish v. Dyson, 55 App. D. C. 209; 4 F. 
(2d) 175; 1925 C. D. 285. 

Obviously a rule fixing a time for appeal is not 
inconsistent with a statute fixing a time of abandon¬ 
ment. 

APPELLANT HAS AN ADEQUATE LEGAL REMEDY 

Paragraph 9 of Respondent’s Answer reads as 
follows: 

Respondent denies that petitioner has ex¬ 
hausted all the remedies open to him and 
that there is no other course open to him 
but to petition this Court. On the contrary 
petitioner has a complete adequate legal rem¬ 
edy. Petitioner can file an appeal from the 
decision of the primary examiner to the 
Board of Appeals alleging as error the two 
grounds of rejection raised and suggested by 
the examiner, viz, (1) the rejection of the 
claims in the first group, including the right 
to make claim 2, and (2) the ground of 
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estoppel for failure to respond within 30 
days as to claim 2, copied from a patent for 
the purpose of an interference. In ease of 
an adverse decision by the Board of Appeals 
petitioner can within 40 days give notice of 
appeal to the United States Court of Cus¬ 
toms and Patent Appeals, or as an alterna¬ 
tive, he can file a Bill in Equity under Sec¬ 
tion 4915 R. S. Petitioner is then entitled 
to a decision from either of these courts on 
the question of estoppel or, in other words, 
the validity of Rules 63 (d) and 94 apd the 
validity of the established practice under Ex 
parte Weber and Woodford. 


Appellant is substantially correct in his allega¬ 
tion in paragraph 6. If he does not respond to the 
examiner’s rejection by appeal or otherwise within 
the 30 days set, or within any additional time that 
may be set, it will be construed that appellant has 
waived his right to that claim. In other words, 
estoppel will be another ground of rejection as to 
claim 2 only. If petitioner is of the opinion that j j 
the ground of estoppel can not be sustained he can 
take his appeal at the end of the six months (as he 
contends he has the right to do) and argue the ques¬ 
tion of estoppel before the Board of Appeals and if 
the decision of the Board of Appeals is adverse to 
him he can appeal to the United States Court of 
Customs and Patent Appeals or as an alternative 
he can file a Bill in Equity under Section 4915 R. S. 
and from that Court appeal will lie to this Court. 
In each of these courts he is entitled to a ruling 


i 

Jt 


i 
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on the question of estoppel which would be in effect 
a ruling as to the validity of Rules 63 (d) and 94. 

With all these opportunities for appeal acces¬ 
sible to him, appellant is certainly not in a position 
to say that he has no legal remedy other than 
mandamus. 

That mandamus does not lie where a party has 
an adequate legal remedy is so well established that 
it is not necessary to cite authorities. However, 
Merrill on Mandamus, in Chapter 5, Section 51, 
cites numerous authorities. 

Walker on Patents (Sixth Edition), Page 231, 
Section 187: “The proceedings in interferences 
are governed by an elaborate code of Patent Office 
rules, which are as binding as the law itself.” 
Arnold v. Bishop, 1 McArthur’s Patent Cases, 31, 
1841; United States v. Marble, 2 Mackey 12, 1882; 
Fish v. Dyson, 4 F. (2d) 175, 55 App. D. C. 209. 

Walker, Sec. 188. “The determination of the 
existence of an interference is within the discretion 
of the Commissioner of Patents.” Ewing, Com¬ 
missioner of Patents, v. U. S. ex rel. Folder Car Co., 
238 O. G. 983,244 U. S. 1. 

Whether appellant can make the claim he copied 
is information that the Commissioner needs in de¬ 
termining whether to institute the interference. 
The request that appellant be prompt in furnish¬ 
ing that information is certainly not unreasonable. 

Walker, Sec. 188c. “Where an applicant delayed 
over a year, after the preparation of an application, 
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in filing the same, he did not exercise reasonable 
diligence and is not entitled to an award of priority 
over an applicant filing earlier.” Yates v. Huson, 
8 App. D. C. 93; 1896 C. D. 278. 

The question of diligence runs through the entire 
interference practice, as indicated in Yates v. Hu¬ 
son ( supra ). Clearly Rule 63 (d) conforms to the 
practice of diligence in interference matters as 
sanctioned by the various courts. 

The authorities cited in appellant’s brief have 
been carefully considered but none have been found 
that are believed to support his position. It is 
therefore not deemed necessary to extend this brief 
by discussing them. 

CONCLUSION 

It is respectfully submitted that the decision of 
the Supreme Court of the District of Columbia is 
correct and should be affirmed. I 

T. A. Hostetler, 
Solicitor for the Patent Office. 

December 14, 1932. 
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